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Judgment

Lord Justice Jacob:

1. This is the judgment of the court. All its membbkese contributed to each part of it.
It is an appeal and cross-appeal from a judgmeManin J of 31 July 2008, [2008]
EWHC 1878 (Ch).

2. Lucasfilm Ltd and two other claimants (collectivélyucasfiim”, there being no
material distinction between the claimants for préspurposes) sue Mr Andrew
Ainsworth and his company. Nothing turns on thespnce of the latter.



3.

Mr Michael Bloch QC and Mr Alan Bryson argued thase for Lucasfilm. Mr
Alastair Wilson QC and Mr George Hamer that of Mngworth.

The Principal Facts

4.

10.

11.

These are set out by the Judge at [26-84]. Mogtefletail no longer matters so we
confine ourselves to the essentials.

In the course of making the first Star Wars filmamber of works were created.
They include some paintings and drawings by a MmQMarrie showing scenes
including stormtroopers in their helmets and armamd a clay model of a

stormtrooper helmet made by a Mr Pemberton. Miswiorth was asked to produce a
final version in plastic based on the model and Ma@e works and did so,

incorporating his own improvements. In doing soulsed what can fairly be called
“sculpting” techniques. We say a little more abth# detail of what happened when
we come to Mr Ainsworth’s cross-claim.

So far as UK law is concerned it is accepted thatiwo-dimensional works produced
(e.g. the scene paintings) are copyright works.etér the models for the helmet are
in themselves copyright works depends on whethey #re “sculptures” within the
meaning of s.4 of the Copyright Designs and Patéots988.

Mr Ainsworth has admittedly made and sold copieshef helmet and armour. The
appeal has concentrated on the stormtrooper hetime®e being no separate point
about the armour or helmets made for other chamsactéde accepts that he has
reproduced the paintings but says he has a detenaa infringement claim under
ss.51 or 52 of the 1988 Act.

As far as the position under US law is concerneds now accepted that US law
regards what Mr Ainsworth did as an infringement w@rious US copyrights.

Lucasfilm claims that the English court shouldliteaforce US copyright law against
Mr Ainsworth.

Lucasfilm has obtained a default judgment for trabgk and copyright infringement
in California against him in the sum of US$20m.affbum sounds strange to English
ears given that he only sold about $US14,500 wob.less than $10m of the $20m
is “compensatory damages” by US law. Lucasfilminskathat the English court
should recognise and enforce the judgment to thenexf the $10m. “compensatory”
element. Perhaps not wanting to seem oppressianly seeks to enforce its US
judgment to that extent that if it cannot succeedits claim to enforce its US
copyrights directly in the English courts.

Mr Ainsworth claims that if the work he did in pracing the helmet amounts to the
creation of a work of sculpture, he is the ownethef copyright in it.

Although there are a mass of other works reliednupy Lucasfilm (e.g. as to the
design of parts of the armour) this case turnshenhelmets — as was effectively
agreed by the parties. If Mr Ainsworth has infedgcopyrights relating to these he
loses, if not, not. It is not necessary to go ithe detail of other works relied on or
referred to in the evidence.



The holdings of the Judge

12.

13.

14.

15.

Mann J rejected all of Lucasfilm’s copyright infg@ment claims under UK law. He
held that the models for the helmets did not havéendependent copyright as being
“sculptures” or “works of artistic craftsmanshiptichthat Mr Ainsworth had defences
under s.51 and 52.

The Judge also rejected claims in passing off arddh of confidence and the claim
to enforce the US judgment.

He upheld Lucasfilm’'s claim to equitable ownershiyh such copyrights as
Mr Ainsworth might have acquired anywhere in therld@s a result of his work in
the creation of the original helmet and rejected Mnsworth’s own conditional
cross-claim for infringement. Mr Ainsworth was erdd to execute all necessary
assignments of such copyright as may subsist amgwhehe world in his work.

Finally he upheld Lucasfilm’'s claim to enforce U®pgright here, granting an
injunction restraining Mr Ainsworth from advertiginn any publication directed to
the USA or sending to the USA replicas of identifigrops — including particularly
the stormtrooper helmets.

The Issues on the Appeal

16.

17.

These have narrowed compared with those befordutige. No appeal is pursued in
respect of passing off, breach of confidence ordhéen that the prototype helmets

were works of artistic craftsmanship. What Ludasfdoes appeal are the findings

that the prototypes were not “sculptures” and thdifigs that there is a defence under
s.51 or 52. It also appeals the decision not forea the US default judgment.

Mr Ainsworth cross-appeals the decision to enfaheeUS copyright. He also seeks
permission to appeal (for it was refused by thegéuaind by Jacob LJ provisionally
on the papers) the finding that all the copyriglitsany) in the work done by Mr
Ainsworth for Lucasfilm belong in equity to Lucdsii and that he should make a
consequential assignment.

Sculpture

18.

19.

This issue is primarily relevant to the defencedaurss.51 and 52 of the 1988 Act. It
is also of great significance as to the term otgmtion. If the prototype helmet is a
“sculpture” Lucasfilm will get the full term of ptection for an artistic work, 70 years
from the year of death of the author. If the hdlmsenot a work of sculpture then
there is a much shorter period of protection (urtdercopyright in the painting and
drawings) — broadly 15 years from first marketirfigeproductions — a period which
has now expired.

The issue also determines whether Mr Ainsworth a¢oidve acquired his own
copyright in the helmets which he produced basetherrefinements he made to the
facial details when working on the prototype. Tisiglealt with by the judge at [36].
Lucasfilm contends that the helmets and armour thedtoy stormtroopers which
were subsequently produced (and which are repramhscof the stormtrooper helmet



and armour) are “sculptures” within the meaningabfat is now s.4(1) of the 1988
Act.

20.  Section 4 defines “artistic work” in the followirigrms:-
4. Artistic works
(1) Inthis Part “artistic work” means—

(@) a graphic work, photograph, sculpture or agsl
irrespective of artistic quality,

(b) a work of architecture being a building omadel
for a building, or

(c) awork of artistic craftsmanship.
(2) Inthis Part—

“building” includes any fixed structure, and a tpaf a
building or fixed structure;

“graphic work” includes—

(&) any painting, drawing, diagram, map, charplan,
and

(b) any engraving, etching, lithograph, woodcut o
similar work;

“‘photograph” means a recording of light or other
radiation on any medium on which an image is preduc
or from which an image may by any means be produced
and which is not part of a film;

“sculpture” includes a cast or model made for psgs of
sculpture.

21. In order to deal with some of the arguments abl@tmheaning of these provisions it
is necessary to say something about the legislatiigtory of this definition.
Copyright protection for sculptures was first gethby an Act of 1798 (38 Geo IlI.
C.71). It was not unlimited. It extended to madef casts of any bust, any part of
the human figure, any statue of the human figurtherhead of any animal, any part
of any animal or the statue of any animal. Thedn@sculpture” was not used in the
Act and the range of models or casts protected sdemeflect eighteenth century
taste and fashion. The first reference to scudptmes in a subsequent Act of 1814
(referred to in the chronological table of statusssthe Sculpture Copyright Act)
which extended the protection granted by the 1788td

“any new and original Sculpture, or Model, or Copy Cast of
the Human Figure or Human Figures, or of any BudBusts,
or of any Part or Parts of the Human Figure, cldtimeDrapery



22.

23.

24,

25.

or otherwise, or of any Animal or Animals, or ofyaRart or
Parts of any Animal combined with the Human Figure
otherwise, or of any Subject being Matter of Invemtin
Sculpture, or of any Alto or Basso-Relievo repréisgnany of
the Matters or Things hereinbefore mentioned.”

The 1814 Act records in its preamble that it wasspd for giving further
encouragement to the “Art of making new models @amsts of busts and other things”
and for giving further encouragement to such altsemained in force until repealed
by the 1911 Copyright Act. This defined an “artistvork” as including “works of
painting, drawing, sculpture and artistic craftsstap, and architectural works of art
and engravings and photographs”. A work of scuéptucluded casts and models:
see s.35.

Section 22 of the 1911 Act provided that:-

“(1) This Act shall not apply to designs capable being
registered under the Patents and Designs Act, 18Kdept
designs which, though capable of being so regidieaee not
used or intended to be used as models or patterniset
multiplied by any industrial process.

(2) General rules under section eighty-six of tlaeRts and
Designs Act, 1907, may be made for determining the
conditions under which a design shall be deemdxbtosed for
such purposes as aforesaid.”

The 1907 Act gave registered designs a maximunbofehrs’ protection for what it
rather confusingly called “copyright in the desigsée s.53. The right was a true
monopoly, unlike a copyright which only providesofaction against copying.
“Design” was defined in s.93 as meaning:-

“any design (not being a design for a sculpturether thing
within the protection of the Sculpture CopyrighttAd814)

applicable to any article, whether the design ipliapble for

the pattern, or for the shape or configuration, for the

ornament thereof, or for any two or more of suctppsees, and
by whatever means it is applicable, whether by tpr

painting, embroidering, weaving, sewing, modellimgsting,
embossing, engraving, staining, or any other medregtever,
manual, mechanical, or chemical, separate or coedbin

The position therefore at the time of the 1911 #eits that works of sculpture as
defined continued to attract full copyright protentand were not excluded by the
operation of s.22 because of the definition of fgle’sin the 1907 Act. This had been
the case since soon after the introduction of agpymrotection for designs. The
Copyright of Designs Act 1839 gave one year's i@ to “a new and original
Design made for the Modelling, or the Casting,h@ Embossment, or the Chasing, or
the Engraving, or for any other Kind of ImpressimnOrnament on any Article of
Manufacture” and three years’ if it was made ofahefThis created the potential for
works of sculpture to be protected under both t®®&4land the 1839 Acts but this



26.

27.

28.

29.

30.

changed when sculpture was excluded from the dieimiof “design” in the
Copyright of Designs Act 1842.

Sculptures were included in the system of regisinator designs under the Designs
Act 1850 but continued to enjoy the period of pctiten granted by the Sculpture
Copyright Acts. The 1850 Act was repealed by theeRts, Designs and Trade Mark
Act 1883 which granted five years’ protection foremistered design and removed
sculptures from the system of registration by defin‘design” so as to exclude a
design for sculpture within the protection of theulpture Copyright Act 1814: see
s.60. This was the definition and treatment thas warried forward when the 1883
Act was repealed and replaced by the Patents asigiizeAct 1907.

The 1907 Act was amended by the Patents and De8igin$919 which included a
new definition of “Design”. Section 19 providedath

“Design’ means only the features of shape, comfgon,
pattern, or ornament applied to any article by amustrial
process or means, whether manual, mechanical, emichl,
separate or combined, which in the finished artagipeal to
and are judged solely by the eye; but does noudgclany
mode or principle of construction, or anything whics in
substance a mere mechanical ‘device’.”

This definition removed the express exclusion aflure and therefore had the
effect of excluding a work of sculpture from comyri protection under the 1911 Act
unless the design was not used or intended todukasa model for multiplication by
an industrial process: see s.22(1). Rule 89 of 1B80 Designs Rules made
reproduction in more than 50 single articles as tb&t of whether there was
multiplication by an industrial process. The capgnce of this was that sculpture
which was not to be mass produced in numbers exwpéd retained full copyright
protection but could also in theory be protectea@ aesign under the 1919 Act. But,
in cases which were not within the exception t@ELP (i.e. models for production in
numbers over 50), only registered design protectias available.

The consequences of this change caught a numlmapgfight owners unawares. In
Pytram v Models (Leicestefi930] 1 Ch 639 a model of a wolf-cub’s head was
produced from a papier-maché mould in order to beduas a totem by the Boy
Scouts Association. They failed to register ibagesign under what at the time was
the 1907 Act and sued for infringement of their yooght under the 1911 Act.
Clauson J accepted that the item was an artistik wader the 1911 Act but held that
it also fell within the definition of a “design” adier the 1907 Act as amended by the
1919 Act. As a consequence of the amended defndf “design”, it was excluded
from protection under the 1911 Act and no protecixisted for it under the 1907
Act because it had not been registered.

On Clauson J's reasoning, full copyright protectwoould have ceased in 1911 when
the 1911 Act repealed the Sculpture Copyright Adt814 and so rendered otiose and
ineffective the reference in parenthesis to the418&t contained in the definition of
design in s.93 of the 1907 Act (see [24] abovehe Tiew definition in s.19 of the
1919 Act did no more than to recognise this.



31.

32.

33.

34.

In Pytram the judge found as a fact that the wolf's head hadn made with the
intention of being reproduced in large quantitieBhere was therefore no room for
disputing that it was outside the exception comdim s.22(1) of the 1911 Act. But
in King Features v. Kleemgi941] AC 417 the owners of copyright in drawings o
“Popeye, the Sailor” brought proceedings for injement of their copyright against
the importers of “Popeye” dolls and other toys. eTdefendants contended that the
copyright in the original work had been lost by tpgeration of s.22 of the 1911 Act
because the designs were capable of registratideruhne 1907 Act (although not
registered) and the plaintiffs had previously liset other companies to manufacture
dolls and other items based on those designs. Hdwese of Lords rejected this
argument (which had been accepted by the majarityhe Court of Appeal) on the
ground that the condition of use or intention te @ multiplication by an industrial
process had to be satisfied or not at the date Wiesdesign first came into existence.
If it was not satisfied at that time then full cojgt protection under the 1911 Act
could not be lost by the grant of subsequent liesrfor the multiple reproduction of
the design.

In 1947 the Swan Committee recommended that thieypof allowing a copyright
owner to be able to retain protection for his warider the 1911 Act after he had
consented to the reproduction of the whole or astsuibial part of his work as a
registered design should be re-considered partlgula relation to copyright in
artistic works. In paragraph 310 of the Report (Ci#206) the Committee noted that:

“Our attention has also been directed to the mositf works
of sculpture. Prior to 1919, these works had abkvagen
excluded from the definition of “design” in the dgs
provisions of the Acts. The Act of 1919 abolishtds
exclusion, and the decision in the casePgtram v Models
(Leicester)1930] 1 Ch. Div., p. 639) makes it clear that arkv
of sculpture intended to be reproduced more thartirb@s
enjoys no protection unless it is registered urtier design
provisions. Although questions of artistic copytigiho not
come within our terms of reference, we wish to esgprthe
opinion that there seems to be no sufficient reasodraw a
distinction between the sculpture and the paimerter or
composer, and that accordingly works of sculptureutd be
excluded from the definition of designs registrableder the
design provisions.”

The Registered Designs Act 1949 therefore addeatig¢alefinition of a “design” in
s.1(3) a further provision in s.1(4) empowering Beard of Trade to make rules for
excluding from registration under the Act desigaos drticles which were primarily
literary or artistic in character.

This power was exercised in the form of Rule 26hef 1949 Designs Rules which
provided that:-

“26. There shall be excluded from registration emthe Act
designs to be applied to any of the following &es¢ namely:-



35.

36.

37.

38.

(1) works of sculpture other than casts or modslsd
or intended to be used as models or patterns to be
multiplied by any industrial process.

(2) wall plagues and medals.

(3) printed matter primarily of a literary or iatic
character, including bookjackets, calendars,
certificates, coupons, dressmaking patterns,
greetings cards, leaflets, maps, plans, postcards,
stamps, trade advertisements, trade forms, and
cards, transfers, and the like.”

The combination of the 1949 Act and the Rules wasefore effective to exclude the
articles specified in Rule 26 from registrationdesigns. The reference in s.22(1) of
the 1911 Act to the Patent and Designs Act 190#ddle read in accordance with the
Interpretation Act as a reference to the 1949 AeeUsher v Barlow[1952] Ch 255.
The exclusion from full copyright protection comted in s.22(1) therefore no longer
applied regardless of whether the articles spetiiieRule 26 were intended to be
used as models for the multiple reproduction of diesign. They remained for all
purposes under the umbrella of the 1911 Act. Betposition was different in the
case of sculptures. As a result of the qualifaratcontained in Rule 26(1), an
intention to use models or casts for mass producparposes meant that they
continued to attract Designs Act protection andieahat extent, they continued to be
excluded by s.22(1) from full copyright protectiomhe reference to multiplication by
an industrial process in Rule 26(1) is the 50 phss.

The wording of Rule 26(1) was obviously taken fridm exception in s.22(1) of the
1911 Act and must therefore be given the meanimyaéed by the House of Lords
in King Featuresthe effect of which was set out in the Swan RepArmodel or cast
in respect of which the 50 plus test is satisfienliid therefore only be eligible for
registered design protection if the use or intentm use existed from the date of its
creation.

When the 1911 Act was repealed by the Copyright 86 transitional provisions
were included in Schedule 7 to exclude from pradectinder the 1956 Act artistic
works made before*1June 1957 which were capable of registration urtter
Registered Designs Act 1949 and were intended tesbd as a model or pattern to be
multiplied by any industrial process: see Schedufgragraph 8(2). Paragraph 8(2)
included an express reference to the time when wbek was made thereby
confirming the construction of s.22(1) of the 19t applied by the House of Lords
in King Features

In relation to new works, sculptures remained exetl by the 1949 Act and Rule
26(1) of the Designs Rules from registration asgiessexcept in the case of models
intended for multiple production and this positisras continued following the

passing of the 1988 Act. Although s.1 of the 1949 was replaced with a new
section, the old s.1(4) continues in the form ofwis now s.1(5) which provides that:

“The Secretary of State may by rules provide focleding
from registration under this Act designs for suctickes of a



39.

40.

41.

42.

43.

44,

primarily literary or artistic character as the f&tary of State
thinks fit.”

Rule 26 of the Registered Design Rules 1989 coesirio exclude from registration
“works of sculpture, other than casts or modelsluseintended to be used as models
or patterns to be multiplied by any industrial es’.

It will be necessary to return to some of this $égive history when considering the
defences relied on by Mr Ainsworth under ss.51 &BAdof the 1988 Act. But in
relation to the issue of how one should constreevibrd “sculpture” in what is now
s.4(1)(a) of the 1988 Act, two things are cleaheTirst is that (contrary to some of
the arguments addressed to us) one gets little coreal assistance from the
relationship between copyright and registered aesght in determining the limits of
protection which the use of the word “sculpture”swiatended to have. We can
ignore for the purposes of this appeal the effé¢the EU Design Directive 98/71. If
one concentrates on the position under the 1949 tetdefinition of “design”
emphasises that registered designs are intendgdotect features of an industrial
article which have eye appeal and not merely foneti aspects of the design.
Features of shape and configuration can be includ#éte former.

But a design feature comprising a shape which fiasappeal is obviously capable of
including a cast or model for a sculpture. Theregp exclusion of such casts or
models from registered design protection by Rule2€éept for those intended to be
used for multiplication by an industrial procesdigates that, but for Rule 26, all such
items could be eligible for dual protection undethothe 1988 and the 1949 Acts
provided that they have the element of novelty meglfor registration as a design.

That said, the second point is that the definitioh&design” and “artistic work” are
not the same and are concerned to identify diftettangs. A model or cast could be
registrable as a design under the 1949 Act if inésv and original and has the
necessary features of shape or ornament whichecveatal appeal. The existence of
those features (and only those features) in whajhmbtherwise be a purely
functional object are what attract protection. mEwehere the visual design features
are those of shape, a distinction has to be dratwden the features which are part
of the design and those which are intrinsic todtiele in question: i.e. the difference
between the shape of a thing and a thing of thepeshse&larke’s Design(1896) 13
RPC 351 at p. 358.

The emphasis in copyright is different. Copyrigitbtection in artistic works is
defined (now in s.4 of the 1988 Act) by referencevérious categories of work with
no distinction between their aesthetic merits apgeal and their functionality. A
graphic work can include a diagram or plan whicldesigned to have only practical
utility. But it is still protected as an artisticork. Equally it can comprise a painting
which (however bad it may be in artistic terms)uslikely to be anything but
decorative. The key therefore to copyright pratecis that the work created by the
author falls within one or other of the descripsaontained in the 1988 Act: i.e. that
it is such a work. It does not depend upon a &reimalysis or identification of its
design features.

The issue of construction raised by this appeal thasefore to be determined by
reference to the copyright provisions of the 1988 themselves. The fact that a
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46.

47.

model or cast which qualifies as a sculpture mayehdesign features which also
entitle it to registration as a design in thos@eess tells one little about how to define
the limits of copyright protection. They are simgifferent issues. A work of
sculpture in the traditional fine art sense wouhdaubtedly have the qualities of eye
appeal necessary to make its shape registrablelesign. But the converse does not
follow. A principally utilitarian object with degn features which could attract
registered design protection is not necessarilpkwf sculpture under the 1988 Act.

The helmet and armour were made in 1976 when tlegaet definition of “artistic
work” was that contained in s.3 of the 1956 AchisTincluded paintings, sculptures,
drawings, engravings and photographs irrespectivartstic quality and is not
therefore materially different from the provision$ s.4 of the 1988 Act. It is
common ground that the substance of these prowgias not changed between 1911
and the present day. For convenience, we wilktloee refer to the provisions of s.4.

Although this defines an artistic work, there is aefinition of sculpture beyond the

direction that it includes a cast or model madeth& purposes of sculpture. The
closest one ever gets to a more comprehensiveititiins in the Sculpture Copyright

Act of 1814 which specified in some detail the tygdesculptures or models which

qualified for protection. Although there is no itfon of sculpture as such even in
that statute, it is clear from the words used thatAct was concerned with sculpture
in its traditional and conventional sense of a wairlart. That much is apparent both
from the terms of the preamble to the Act and fritv@ description of the types of
work included.

Notions of what constitutes a work of sculpture dn@xpanded over the years. In
Wham-O v Lincoln Industridd985] RPC 127 Davison CJ quoted thecyclopaedia
Britannica

‘In the New Encyclopaedia Britannica, vol. 16, pl4Bere appears an
article on ‘Art of sculpture’. The following paggss are of some interest:

‘Sculpture is not a fixed term that applies to anpenently circumscribed
category of objects or sets of activities. lraher, the name of an art that
grows and changes and is continually extendingahge of its activities
and evolving new kinds of objects. The scope eftdrm is much wider in
the second half of the 2@entury than it was only two or three decades
ago, and in the present fluid state of the visual @obody can predict what
its future extensions are likely to be.

Certain features, which in previous centuries voemesidered essential to
the art of sculpture, are not present in a greal alemodern sculpture and
can no longer form part of its definition. Onetloé most important of these
is representation. Before the™2@entury, sculpture was considered a
representational art; but its scope has now betméad to include non-
representational forms. It has long been accepedhe forms of such
functional three-dimensional objects as furnitgm®ps and buildings may
be expressive and beautiful without being in any vegpresentational, but it
is only in the 28 century that non-functional, non-representatiothaie-
dimensional works of art have been produced.
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49.

50.

51.

20" century sculpture is not confined to the two tiiadal forming
processes of carving and modelling or to suchtiadil natural materials
as stone, metal, wood, ivory, bone and clay. Beeawesent-day sculptors
use any materials and methods of manufacture titisgeme their

purposes, the art of sculpture can no longer hatifted with any special
materials or techniques. Through all of these gbarthere is probably only
one thing that has remained constant in the astwlpture, and it is this that
emerges as the central and abiding concern oftecsip

The art of sculpture is the branch of the visutd Hrat is especially
concerned with the creation of expressive formhned¢ dimensions.”

Likewise the dictionary definitions of “sculpturedcognise that taste has changed. In
the Shorter Oxford English Dictionary it is desetibas:-

“Originally the process or art of carving or engraya hard
material so as to produce designs or figures irefrebr in

intaglio, or in the round. In modern use, that lotaof fine art
which is concerned with producing figures in themad or in

relief, either by carving, by fashioning some plasubstance,
or by making a mould for casting in metal.”

The recognition of abstract shapes as works ofwas established early in the
twentieth century if not before. In 1928 the stoitpgConstantin Brancusi successfully
argued that his bronze sculpture “Bird in Flightasvexempt from US import duties
(Customs wanted to charge on the basis of its stetal value!) as a sculpture and
work of art: sedBrancusi v U5(1928) T.D. 43063. Today no-one would disputs th
abstract sculpture is a branch of the fine arts.

But the word sculpture can also be used to desthnd@rocess by which an object is
created. Most usually this will consist of moulglior carving the relevant material
into the desired shape or, in the case of a metal sculpture, of creating the
necessary cast or mould.

The latter process is not, of course, confined ook& of art. Casting or moulding is
an industrial process commonly used where the endupt is made of plastic or
metal of some kind. It is used in the productidnmillions of ordinary household
objects, none of which would usually be described@ulptures. A motor-car is but
one obvious example. Some would have qualifiegfotection as registered designs
SO as to be excluded under s.22(1) of the 1911 Rat. would they have qualified as
“sculpture”?

The judge gave a clear no to this question. Hewvivas that the stormtrooper
helmet, although created by a process of mouldwas primarily utilitarian in
function:

[121] First, the original Stormtrooper helmet. Shhas, as its
genesis, the McQuarrie paintings. The purpose efhiglmet was that it
was to be worn as an item of costume in a filmgémtify a character, but
in addition to portray something about that chamaect its allegiance,
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force, menace, purpose and, to some extent, pipligbhnonymity. It
was a mixture of costume and prop. But its prinfanction is utilitarian.
While it was intended to express something, thas viar utilitarian
purposes. While it has an interest as an object wdrile it was intended
to express an idea, it was not conceived, or adeatgh the intention that
it should do so other than as part of charactetrgyal in the film. That,
in my view, does not give it the necessary quabtyartistic creation
inherent in the test suggested by Laddie J. Noty&vieg which has
design appeal is necessarily a sculpture. | thin&t tthe ordinary
perception of what is a sculpture would be oveststred by including
this helmet within it, and when rationalised th@sens are those just
given. It is not that it lacks artistic merit; iadks artistic purpose. |
therefore find that the Stormtrooper helmet isanstulpture.

[122] The same reasoning applies to the armood, @ the other
helmets. They all shared the same sort of origpngbose.

He took the same view about the toy stormtroopers:-

[123] Next, it is necessary to consider the toyri@tooopers,
and other characters, which are taken as beingdaptions of the
armour and helmets for the purposes of sectionTG2se are, as
already described, articulated models which ard ssl toys and
which are intended for the purposes of play. Psatheir primary,
if not sole, purpose. While their appearance isialsly highly
important (if they did not look like the originahe child would
not be so interested) they are not made for thegsas of their
visual appearance as such. While there is no atioguior taste, it
is highly unlikely that they would be placed on pley and
periodically admired as such. The child is intenttedise them in
a (literally) hands-on way, in a form of delegarete play, and
that is doubtless how they are actually used. Tin@ns, in my
view, they are not sculptures. They can be distsigd from the
model in Britain which apparently had a significant element of
being admirable for its own visual sake. That doatsapply to the
Stormtrooper, whose only real purpose is play. daching this
conclusion | am not saying that tBeitain model is better at what
it portrays than the Stormtrooper model. That wdo#dto make
judgments about artistic quality, which the statutelerstandably
forbids. It is making a judgment about whether ¢hisranything in
the model which has an artistic essence, in theesafentified
above. | conclude that there is not.

In order to reject their classification as sculpttine judge concentrated on purpose.
Purely functional items (even though well desigaad visually attractive) did not, in
his view, qualify as sculptures because they wetereated primarily for the purpose
of their visual appeal. Essentially functional et should look to protection for
their visual merits as registered designs.

In putting forward this test the judge was expressinscious of the need not to make
value judgments about the artistic quality of tlesigns involved. The definition of



“artistic work” in the Copyright Acts makes thatpermissible. But, after a review of
the authorities, he set out a list of guidelinescwre considered could be derived
from the cases. We set it out verbatim:-

[118] From those authorities, and those approachesiumber of

guidance factors can be extracted. | call themangd rather than points
of principle, because that gives them the right leasgs. The judges
deciding the cases have not sought to lay down &addfast rules in an
area where subjective considerations are likelintaude, and | will not

attempt to do so either. However, | do think thikofeing points emerge

from the cases or from the concepts involved:

(1) Some regard has to be had to the normal usigeofvord.

(i) Nevertheless, the concept can be applicabkaings going
beyond what one would normally expect to be arthie
sense of the sort of things that one would expedind in
art galleries.

(i) It is inappropriate to stray too far from ah would
normally be regarded as sculpture.

(iv)  No judgment is to be made about artistarth.

(v) Not every three dimensional representationraofoncept
can be regarded as a sculpture. Otherwise eveege thr
dimensional construction or fabrication would be a
sculpture, and that cannot be right.

(vi) Itis of the essence of a sculpture thahtiidd have, as part
of its purpose, a visual appeal in the sense thaight be
enjoyed for that purpose alone, whether or not ightn
have another purpose as well. The purpose is th#teo
creator. This reflects the reference to "artiséiadi in the
judgment of Laddie J iMetix, with which | respectfully
agree. An artist (in the realm of the visual ads}ates
something because it has visual appeal which hbeesito
be enjoyed as such. He may fail, but that doesmaiter
(no judgments are to be made about artistic métii3.the
underlying purpose that is important. | think thais
encapsulates the ideas set out in the referencd&swor
referred to inWham-Oand set out above (and in particular
the Encyclopaedia Britannica).

(vi) The fact that the object has some other dses not
necessarily disqualify it from being a sculpturet i still
has to have the intrinsic quality of being intendedbe
enjoyed as a visual thing. Thus the model soldi@ritain
might be played with, but it still, apparently, hattong
purely visual appeal which might be enjoyed as such
Similarly, the Critters inWildashhad other functions, but



they still had strong purely visual appeal. It exps why
the Frisbee itself should be excluded from the gmatg
along with the moulds iMetix and Davis It would also
exclude the wooden model Wham-Oand the plaster
casts inBreville, and | would respectfully disagree with the
conclusions reached by the judges in those cas¢shibse
things were sculptures. Those decisions, in my vieauld
not accord with the ordinary view of what a scutptis,
and if one asks why then [ think that the answehad the
products fail this requirement and the preceding-ethere
is no intention that the object itself should haxsual
appeal for its own sake, and every intention thabe
purely functional.

(viii) | support this analysis with an example.pfle of bricks,
temporarily on display at the Tate Modern for 2 kseas
plainly capable of being a sculpture. The identjuiéé of
bricks dumped at the end of my driveway for 2 weeks
preparatory to a building project is equally plginbt. One
asks why there is that difference, and the ansesrih my
view, in having regard to its purpose. One is @edty the
hand of an artist, for artistic purposes, and th®erwis
created by a builder, for building purposes. | apate
that this example might be criticised for building
assumptions relating to what it seeks to demorstaaid
then extracting, or justifying, a test from thaut bn the
heavily subjective realms of definition in the stit field
one has to start somewhere.

(ix) The process of fabrication is relevant but not
determinative. | do not see why a purely functionain,
not intended to be at all decorative, should batée as a
sculpture simply because it is (for example) cargat of
wood or stone.”

55.  Mr Bloch appeals against this analysis by the judgé his application of it to the
stormtrooper items on essentially two grounds. cdetends that the definition of
“artistic work” in the Copyright Acts since 1911 mmentrates on what the specific
objects are rather than on whether they have articpiar artistic qualities or merit.
The test is therefore essentially descriptive. ¥Whay are must depend, he says, on
how they were made. A drawing is no more thanptioeluct of the draftsman’s skill
applying a particular technique. Artistic or visuaurpose is irrelevant to its
qgualifying as a drawing. The same approach shbaldsed in respect of sculpture.
If the object has been sculpted by a physical m®¢e which that description can be
applied then the outcome should be a sculpturehihg more is needed. In this case
the helmets and armour were made after moulds kad lbarved to the required
shape and then used to create the finished article.

56. But he also submits that even if the judge’s testght and the object has to be made
in order to display some kind of visual appeal thiee helmet and armour qualify.
They were designed to project to the audience Her flm a representation of a
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fictional soldier whose character could be derifredh the image of the design itself.
They are not real helmets and suits of armour. y'Mrere, Mr Bloch submits, purely
representational in character and never had atyyuteyond that of a film prop.

But, in that capacity, they were designed to behllgigvisual and embody a
considerable level of artistic skill and design.

It is convenient at this point to examine the cagleish provide the foundation for the
judge’s test. They begin witGaproni v Alberti(1891) 65 LT 785: a case under the
Sculpture Copyright Act 1814. The defendant copiiede casts made by the plaintiff
of various arrangements of fruit and leaves. Tékente was that the 1814 Act did
not refer to casts of flowers, leaves or fruit d@ndt such casts did not fall within the
words “any subject being matter of invention inlptwre”. It was not suggested that
the casts which were copied were not otherwise svark sculpture. The judge
rejected this argument but his decision offerse® guidance as to what is necessary
to constitute a sculpture. He found that the &ast been produced by carving an
artistic reproduction of the fruit and leaves sattkhis was not, on any view, a
borderline case.

The next decision chronologically Britain v Hanks(1902) 86 LT 765. This also
involved a claim to copyright under the 1814 Acdthe defendants made copies of
various metal models of soldiers produced by tlaenpffs. Their claim to copyright
in these items was disputed. The defendants’ aegtimas that the 1814 Act applied
only to substantial works of art and not to metsistof no artistic merit. Wright J
directed himself that the question whether the rhigere fell within the Act had to
be decided upon evidence as to its artistic charadihe models were of real soldiers
and were found by the judge to be artistic produndtiof the mounted yeoman they
depicted.

It is difficult again to take too much from thissea It is clear that the judge rejected
the defendants’ contention that the models werertmss of no artistic merit. On his
view, the metal figures produced therefore qualifees sculptures or models of the
human figure within the meaning of the 1814 Acthey appear to have been high
quality lead soldiers cast from a model which harb made with recognisable
artistic skill. It was certainly the view of therégory Committee which reported in
October 1952 (Cmd. 8662) and recommended varioasges to the Copyright Act
that toy soldiers and other models did not qudinly copyright protection under the
1911 Act because of the operation of s.22(1) andigbeRule 26. Their only
protection would be as registered designs assurthagy they could satisfy the
requirement of novelty. But, as mentioned earlikis involves an acceptance that
they would otherwise qualify as works of sculpturk.is, however, clear from the
report that the Gregory Committee had in mind toldiers made from a prototype
model which had the qualities necessary to maka work of sculpture. This
certainly seems to be consistent with the viewhef judge inBritain v Hanksabout
the quality of the models he was considering. @ basis, that case was concerned
with something which was not merely a toy and whichthe hands of a collector,
might not be used for that purpose at all. By cangon, the toy stormtroopers were
not replicas of real soldiers and were sold esaliyfior use as toys. The judge was
not presented with evidence about how they wereen@mdwhether the prototype
could itself be regarded as a sculpture. All wewkns that they were reproductions
in miniature of the full-sized armour and helmet.
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We have already mentioned the decision of ClausonRlytram where the plastic
model of the wolf-cub’s head was held to be a gavépwithin the meaning of the
1911 Act. The case was primarily concerned with éffect on copyright protection
of the amendment to the definition of “design” hetPatents and Designs Act 1907.
Given the judge’s view about the effect of this @82(1), it was not necessary to
decide whether the model of the head was a scelptithin the meaning of the 1911
Act and the judge proceeded on the assumptionithats. The case does not
therefore really assist on the point that we havednsider, although we have no
reason to doubt its correctness. The object irstipre was an artistic creation of an
animal’s head which was in a real sense a sculpture

The next case considered by Mann J was the dea$iBalconer J iBreville Europe

v Thorn EMI[1995] FSR 77. The plaintiff company claimed coglgt in various
plastic shapes which they had produced in orderdate moulds for the heated plates
in a sandwich toaster. Falconer J did not haveotwider the question whether the
plastic shapes amounted to sculptures because theal@ady found that the
defendants had not appropriated the plaintiff'sigles contained in their drawings in
producing their own machine. But at p. 94 he Haist-

“Turning to the plaster shapes or sculptures, db&endants
contended that these were not sculptures withinrteéaning of
section 3 of the Copyright Act on the ground, asmderstand
Mr Young, that they were purely mechanical or fimcl

devices and he referred me to section 1 of thenidiein of

“sculpture” in the original statutory provision aghg to
copyright in sculptures, section 1 of the Sculpt@@pyright
Act 1814 , which is to be found reproduced in LaddRrescott
& Vitoria's Modern Law of Copyright at page 671dd not see
why the word “sculpture” in section 3 of the Cogyr Act

1956 should not receive its ordinary dictionary nieg except
in so far as the scope of the word is extendedetian 48(1)
which provides that “'sculpture’ includes any castmodel
made for the purposes of sculpture.” The Concisdodx
Dictionary defines sculpture as the

Art of forming representations of objects etc ostadict designs in the
round or in relief by chiselling stone, carving wdpanodelling clay, casting
metal, or similar processes; a work of sculpture,

a definition forming the basis of paragraph 3.15 “soulptures” in the
textbook just mentioned where it is suggested that:

Since copyright may subsist irrespective of adiguality it
would seem that, for example, carved wooden patern
intended for the purpose of casting mechanicakpartnetal

or plastic might well be susceptible of protectiatthough
the point has not yet received much attention from
practitioners.

As Mann J recognised, this case would assist LilcabEcause it rests on the method
of production of the item in question rather themnpurpose. Falconer J relied on the
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decision of the New Zealand Court of AppealWham-O v Lincoln Industrig4985]
RPC 127. There it was held that a preparatory woadodel for what became the
Frisbee was protected by copyright as a sculptuem ¢hough the finished article
(which was made in plastic by a process of injecfrom a metal mould based on the
wooden model) could not be one.

At p.156-7 Davison CJ said that:-

One must ask in the present case, what was thmalrigork of the
author which created the article sought to be ethss a sculpture?
It was not directly the creation of the final disicwas the creation
variously of drawings, wooden models and finallgsdor moulds
from which the finished plastic product was formed.

It would seem that where a model which is a scuéptuas been
created and a cast or mould is later made fromrtiatel for the
purposes of reproducing the model in metal andtiplas some
other form then the articles so produced may basilad as
sculptures.

But it appears to us to be straining the meaningthef word
“sculpture” to apply it to the discs produced bye timjection
moulding process used in the present case wheremi@ds
concerned have simply been created by a processgraving and
no original model has been created.

Copyright subsists in “original works™—see secti@r—but no

original work in the nature of the finished discshiaeen created
before the injection moulding process has credtetht We do not
overlook that the definition of sculpture in seati@ of the Act

“includes any cast or model made for purposes aofpsare” But

that is a different matter from a cast or modeldute make the
sculpture.

Furthermore it appears to be implicit in the defoms of sculpture
to which we have already referred and from theclartin the New
Encyclopaedia Britannica, particularly the passageling:

“The art of sculpture is the branch of the visadt that
is especially concerned with the creation of exgives
form in three dimensions”

that sculpture should in some way express in tdmeensional
form an idea of the sculptor. It seems to us inappate to regard
utilitarian objects such as plastic flying discamafactured as toys,
by an injection moulding process, as items of douép for the
purposes of the Copyright Act. They lack any exgires form of
the creator and any idea which the creator seegsrteey.
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In the result, we are unable to hold that the fplaktic products—
the discs— are sculptures in terms of the Act anttled to
copyright protection as sculptures.”

Mann J thought that the distinction drawn betwdendriginal prototype model and
the finished product was somewhat arbitrary. Batrect or not, it does not arise in
this case. The helmet and armour were producagsing a mould which was carved
by Mr Ainsworth in order to reproduce the desigmsitained in the McQuarrie

pictures and the clay model made by Mr Pemberttinthe finished products are
sculpture then so was the mould used to create.th&he New Zealand Court of
Appeal accepted that this would have been the icagéham-Ohad the mould itself

been carved or sculpted rather than merely engraVédat therefore constituted the
essential distinguishing factor between the wogatetotype and the finished product
in that case was the court’s definition of sculptto exclude merely utilitarian objects
such as the Frisbee.

We are not concerned on this appeal with whetherMlcQuarrie paintings or the
Pemberton clay models were artistic works, though faintings at least obviously
were. The sculpture issue relates only to theclagti(the helmet and the armour)
which Mr Ainsworth produced. To qualify as artistvorks they have to be sculpture.
If they are then the defences under ss.51 and $2e01988 Act are not available to
him. We have some difficulty in accepting that theoden model of the Frisbee
should, on the reasoning of the Court of AppealMham-Q have been accorded a
different treatment to that of the plastic Frishekich it was used to design and
create. As a prototype, it was essentially utiéta in nature in that it embodied a
design for the well-known toy. Put simply, it wasnodel of a Frisbee and nothing
else. It was not intended to be a depiction of amynate object (like the wolf-cub’s
head inPytram nor was it made as the model for an abstract vedrirt. It was
therefore far removed from the creation of expras$orm described in the extract
from the New Encyclopaedia Britannica quoted by iBaw CJ in his judgment.

The same goes for the plastic shapes considerdealopner J inBreville Europe
No ordinary citizen — indeed no ordinary lawyer euld regard a sandwich toaster or
any part of it as a work of sculpture — even did produce “scalloped” sandwiches.
So why should a copyright lawyer take a differer@w? A total or almost total
emphasis on the manner of creation, a8iaville and Wham-Oproduces a result
which offends common sense and in our view is wronghere must, as Mann J said,
be some element of artistic expression howeveragessful.

It is unnecessary to say anything about the decisioWhitford J inJ & S Davis
(Holdings) v Wright Health Group1988] RPC 403 which concerned a model of a
dental impression tray. The judge rejected therssdion that it was a sculpture
largely on the grounds of its ephemeral naturee dhly remarkable thing about the
case is that anyone could have thought the workuastion could remotely be
considered a “sculpture”.

But the decision of Laddie J iNetix v G H Maughanj1997] FSR 718 is more
interesting. Copyright was claimed in some moulded for making cartridges for
what are described as flow mixers. The cartriduygs the appearance of a double-
barrelled hypodermic syringe through which diffarenemicals were passed using a
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plunging mechanism and then mixed to create a actemeaction. The design was
obviously intended to have a purely industrial aatlon but the plaintiff sought
permission to amend its pleadings to allege copyrigfringement based on the
moulds being works of sculpture. Laddie J refutesl application. At p. 721 he
said:-

The law has been bedevilled by attempts to widentloa field
covered by the Copyright Acts. It is not possibte day with
precision what is and what is not sculpture, btiimk Mr Meade
was close to the heart of the issue. He suggestectsculpture is a
three-dimensional work made by an artist's handpfiears to me
that there is no reason why the word “sculpturetha 1988 Act,
should be extended far beyond the meaning whichvibed has to
ordinary members of the public. There is nothindghie particulars
in this case which suggests that the manufacturietisese moulds
considered themselves, or were considered by apyblsé, to be
artists when they designed the moulds or that thene concerned
in any way with the shape or appearance of whatwere making,
save for the purpose of achieving a precise funaticeffect.
Nothing in the particulars given here suggestsdhgtconsideration
of appeal to anything other than functional craemnas in mind or
achieved. In these circumstances, it appears tohatethere is no
arguable case pleaded for the existence of scelgtypyright in the
moulds for these products and | will not allow thiatement of
claim containing such a claim to be served on TEHrope) Inc.

Finally, there is the Australian case Wfildash v Klein(2004) 61 IPR 324 which
concerned three dimensional depictions of animaldarout of wire. Some of these
were also functional in that they incorporated adéa holder but all were decorative.
Angel J (at p. 327) held that they were sculpture:

[11] | am satisfied that the works in question acelptures. As
Pincus J said ireenfield Products Pty Ltd v Rover-Scott Bonnar Lt
(1990) 95 ALR 275 at 284; 17 IPR 417 at 417:

Although the definition of “sculpture” is not existive,

in so far as the word remains undefined it musgilken

its ordinary meaning, in accordance with orthodox
principles of construction.

In Lincoln Industries Ltd v Wham-O Manufacturing (1884] NZLR
641 at 662; (1984) 3 IPR 115 at 131 the New Zealamalrt of Appeal
concluded that “sculpture should in some way exqres three-
dimensional form an idea of the sculptor”. Havsad that it “is not
possible to say with precision what is and whanad sculpture”,
Laddie J inMetix (UK) Ltd v GH Maughan (Plastics) L{d997] FSR
718 at 722 concluded that at “the heart of theeissua sculpture is a
three-dimensional work made by an artist's hanttsappears to me
that there is no reason why the word ‘sculpture’the [UK] Act,
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should be extended far beyond the meaning whichwioad has to
ordinary members of the public”.

[12] | am satisfied that the works in question &seulptures”.
They are three dimensional craft pieces hand matte avdegree of
skill in the medium employed which are designech&we aesthetic
appeal to potential purchasers. That some of thrksin this case are
also functional, such as the wall and table cahdlders and “mozzie
coil” holders, does not prevent them being “sculgstl within the
meaning of that term in the Act. Although\vham-O Manufacturing
Co, the New Zealand Court of Appeal concluded thatwis
“inappropriate to regard utilitarian objects sushpdastic flying discs,
manufactured as toys, by an injection moulding ess¢ as items of
sculpture for the purposes of the Copyright Adtiistwas so because
“[t]hey lack[ed] any expressive form of the creaémd any idea which
the creator seeks to convey”: at NZLR 662; IPR 13he works in
guestion here demonstrate the expression of seels it

Against this background, we can return to the jiglgeidelines which are quoted in
[54] above and to Mr Bloch’s criticisms of themhéeTfirst point concerns the normal
use of the word “sculpture”. Most of the casescpenl on the footing that one should
not stray too far from the ordinary meaning of therd but there is considerable
disagreement as to what that is. One of the difiies is that the word can be used to
describe both the physical process of moulding awing necessary to create the
finished object and that object itself. Copyridass, of course, to exist in the product
of one’s skill and labour. Not in the skill andé&ur itself. In looking therefore at the
finished article, it seems to us wrong to interghet use of the word sculpture in the
1911 Act (and therefore in succeeding Copyrightshativorced from the earlier
legislative history. The 1814 Act was clearly cemed to identify sculpture as an
artistic work. Its transposition into a wider agdey of “artistic work” under the 1911
Act does not mean that one can ignore that contétthough some of the items
included in the list such as a map or diagram mayeha high level of functionality
that should not be used as a guide to the intefjwat of every item which the
statutory definition contains. Sculpture, like gang (however good or bad it may
be), does connote the work of the artist’s hand taedvisual purpose attributed to it
by the judge in this case. Put simply, it hasaldlp speaking, to be a work at least
intended to be a work of art.

We therefore accept points (i) — (vi) on the judgést. Mr Bloch criticises the
reference in point (v) to the three dimensionalr@spntation of a concept on the
largely metaphysical basis that all things in theld/are representations of a concept.
But that seems to be an issue about terminologhat\he judge was referring to is
clearly set out in the second sentence of thatgpaph. Mr Bloch declined to accept
that the well-designed saucepan or car would nat beulpture but we think that this
merely serves to confirm the correctness of thatpoiade by the judge.

In point (vii) Mann J deals with questions of tHgext's utility. This is in many ways
the most important and difficult issue becauseghlights the existence of a grey area
in which, even on the approach outlined in points (vi), there may be difficulties in
drawing the line between sculpture and an objeathyrlthough well designed, does
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not qualify as such. Mr Bloch submits that theatian of these difficulties is due to

the judge’s concentration on the artistic or visoatpose of the work without which

possibly fine distinctions would not have to be madut, unless one is prepared to
accept that almost any moulded version of a funaliobject is to be included in the
definition, a line has to be drawn somewhere amdesform of differentiation made.

One can think up any number of marginal examplegsbwhere the boundary lies.
Mr Bloch posed the example of a statue of a sasdted as an object of veneration
for use in a church. lts religious purpose or fiolcwould not alter its status as a
sculpture. The same goes for props. A sculptuadenfor use in a play or film does
not, he submits, make it any more utilitarian thlhe statue of the saint and, again,
should not affect its status as a sculpture forpiimpose of inclusion in the definition

of artistic work.

None of this is necessarily controversial but werast convinced that these examples
really help. A plaster statue of a saint can,rtistéic terms, be very good or very bad.
There are many examples of both. But most peoplddy we think, accept that both
kinds were sculptures notwithstanding their religiopurpose. Similarly, a well-
designed stage prop may be highly artistic andkorosvs of stage sets for opera and
ballet designed by a number of artists of greaé.ndkgain their status as an artistic
work would not be negated by the use to which tesigns were intended to be put.

The issue in this case and the judge’s approadhdimes not turn on the purpose for
which it is actually used but on the purposive rataf the object: what the judge
described as its “intrinsic quality of being intexidto be enjoyed as a visual thing”.
As we read his judgment, the purpose of the ohgaimply one of the relevant
guides to whether it qualifies as a sculpture. récjse definition of that term is not
possible which is why the judge has outlined a nemif considerations which
should act as signposts to the right answer. @nedemonstrate this by an example.
Most people would not regard a real soldier's he¢lagea sculpture. Although made
of pressed metal from a mould, its essential fnetiity as such is to take it outside
any reasonable use of that term. A medieval stiaronour, however highly
decorated, is no different. Although now of laggkistorical interest, it was made for
a practical purpose which, again, characterisas #@n object of utility rather than an
artistic work. This view of these objects would shange if they were used as props
for a play or film. Their use in that context wduhot alter their nature or their
description.

But if the soldier's helmet appears on a bronztustaf a soldier as part of an artistic
representation of the man and his kit no-one wowtlg think, dispute that it formed
part of a sculpture. It has no practical utilitit. cannot be used as a helmet and, to
that extent, it is not one.

The result of this analysis is that it is not pbksior wise to attempt to devise a
comprehensive or exclusive definition of “sculptusafficient to determine the issue
in any given case. Although this may be close dopéing the elephant test of
knowing one when you see one, it is almost inelatab this field. We therefore

consider that the judge was right to adopt the iafattorial approach which he did.

We turn then to the second aspect of Mr Bloch’seappn this point which is whether
the judge correctly applied the various guidelimeshas set out. In doing so we



79.

80.

81.

82.

observe that this is the type of case referredytbdsd Hoffmann inDesigners Guild

v Russell Williamg2001] FSR 113 in which an appellate court mustgansiderable
respect to the assessment made by the fact-findadge and should not reverse his
decision unless it is satisfied that he erred ingiple.

The first class of item to consider are the helarad armour. Mr Bloch seeks to
avoid our example of a real soldier's helmet beusgd as a prop in a film by
stressing the fictional and imaginary nature of sk@mtroopers and what they were.
These were not, he submits, the helmet and arnfaaureal soldier and are therefore
no more part of reality than the horn of a unicawuld be. That is not a real horn
and this is not, in any real sense, a helmet.

But that argument confuses the fictional natur¢hefstormtrooper with his physical
depiction in the film. Although invented, the helfrand armour are still recognisable
as such and have a function within the confinegheffiim as the equipment of the
stormtrooper. They are, to that extent, no difiefeom and serve the same purpose
as any real helmet or armour used in a film. Tihige made this point by referring to
the primary function of the helmet and armour amdpautilitarian and lacking in
artistic purpose. This is simply a shorthand foe thpplication of the various
considerations set out in his [118]. He was, in vw, entitled to come to that
conclusion on the facts of this case. We alsdktthat he was right to do so. Neither
the armour nor the helmet are sculpture.

That leaves the toy stormtroopers. Mr Bloch subrthiat the distinction which the
judge made based dritain v Hanksis untenable and that the facts of that case are
indistinguishable from those under consideration this appeal. The toy
stormtroopers would not, of course, have qualifsdsculptures under the 1814 Act
because they are not statues or models of the humgare but that particular
gualification no longer exists. It is, howevewrat from the judgment of Wright J that
the submission he had to deal with was that theefsodere toys of no artistic merit
whereas, on the evidence, the opposite was the case

As already indicated, we think the judge was righpoint to the existence of what
can loosely be described as a work of art as tigddkéhe identification of sculpture.
On this basis, artistic and accurate reproductiafs soldiers could qualify
notwithstanding that some children might wish tayphith them. But in most
modern cases toy soldiers, whether real or fictiondél not be works of art and will
not differ materially in artistic terms from theagtic Frisbee in th&/ham-Ocase.
They will be playthings registrable for their desigualities but nothing else. This
distinction may be difficult to draw in some cases we suspect that the cases which
will qualify for protection under the Copyright Autill be relatively rare. The judge
recognised the need not to make qualitative judgsnanout the artistic merits of the
toy soldiers inBritain compared to the stormtroopers and therefore engdthshe
real purpose of the latter being one of play. ®ettrue distinction between the two
cases can be expressed in more fundamental te¥ifes.are not dealing here with
highly crafted models designed to appeal to théecwr but which might be played
with by his children. These are mass producediplasys. They are no more works
of sculpture than the helmet and armour which tiegyoduce.
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Section 51 was introduced to deal with the probieemtified by the House of Lords
in British Leyland v Armstrong1986] AC 577. A manufacturer whose product
would not qualify for copyright protection becausdell outside the definition of
“artistic work” might nonetheless be able to cohttee market through the artistic
copyright in any drawings of the design. Brtish Leylandthe issue was the ability
of motor manufacturers to limit the production plge parts in this way which the
House of Lords dealt with by upholding a right epair on the part of the car owner
that effectively trumped the manufacturers’ coplytig

A perhaps more principled solution came in the fais.51 of the 1988 Act which
provides that:-

51 Design documents and models

(1) It is not an infringement of any copyright in design
document or model recording or embodying a design f
anything other than an artistic work or a typefé@enake an
article to the design or to copy an article maden&design.

(3) In this section-

'design’ means the design of any aspect of theeslwap
configuration (whether internal or external) of thisole or part
of an article, other than surface decoration

‘design document’ means any record of a designtheha the
form of a drawing, a written description, a photqgr, data
stored in a computer or otherwise.

This, as the judge recorded, is directed to thelytion of a three dimensional object
in accordance with a design which is itself thejecitbof copyright. Except where the
design is one for an artistic work, the use ofdlsign to make what is illustrated is
not an infringement.

The judge held that the McQuarrie paintings andewottrawings were design

documents within the meaning of s.51 and were bseblr Ainsworth to create the

stormtrooper helmet and armour. On the basis ®ffinding that the helmet and

armour were not sculpture or works of artistic tslafanship, s.51 therefore provided
a defence to a claim of infringement based on b&saf those works.

The judge’s decision that the McQuarrie paintingsd adrawings were design
documents has not been challenged on this app&hk application of s.51 was
resisted only on the ground that the helmets antbar were sculpture. The judge
was therefore right to find that it provides Mr Aworth with a defence to the UK
copyright claim.



Section 52

88. The application of s.51 makes it unnecessary forAiisworth to rely on s.52. We
can therefore deal with the point quite shortly.

89. Sofar as relevant, s.52 provides that:-
52. Effect of exploitation of design derived fromtistic work

(1) This section applies where an artistic work Heesen
exploited, by or with the licence of the copyrigiwner, by —

(a) making by an industrial process articles fgllin be treated
for the purposes of this part as copies of the ywankl

(b) marketing such articles, in the United Kingdoaon
elsewhere.

(2) After the end of the period of 25 years frore #nd of the
calendar year in which such articles are first rate#d, the
work may be copied by making articles of any dexdimmn, or
doing anything for the purpose of making articles amy
description, and anything may be done in relatmarticles so
made, without infringing copyright in the work.

@) ...

(4) The Secretary of State may by order make piamvis

(@) as to the circumstances in which an article, aoy
description of article, is to be regarded for thepose of this
section as made by an industrial process;

(b) excluding from the operation of this sectiorls@rticles of
a primarily literary or artistic character as hiks fit.

(6) In this section —

@ ....

(b) References to the making of an article arégdeing sold
or let for hire or offered or exposed for sale wehi

90. The reference in s.52(1)(a) to an industrial precasthe 50 plus test referred to
earlier. This is set out in the Copyright (IndistProcesses and Excluded Articles)
(No. 2) Order 1989 (SI 1989 No. 1070) which was engdirsuant to the power
contained in s.52(4). The Order also excludes fifo@operation of s.52:-
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(a) works of sculpture, other than casts or modmsied or
intended to be used as models or patterns to bépired by
any industrial process.

This is obviously modelled on and reproduces thavipions of Rule 26 of the
Registered Designs Rules 1949.

Mr Ainsworth’s case before the judge was that copiethe stormtrooper helmet and
armour have been reproduced industrially for mbamt25 years. It was conceded by
Lucasfilm that the artistic work in the form of thdcQuarrie works had been
exploited by the making of articles by an industpeocess; that more than 50 such
articles were made and sold; that the manufactgalk place outside the UK; and that
the exploitation took place both before and after¢oming into force of the 1988 Act
on T August 1989. There was, however, no agreemerno aghen precisely the
relevant exploitation began or whether it began entihan 25 years before
Mr Ainsworth produced his own copies.

Because exploitation began befor® August 1989 it is necessary to look at the
transitional provisions contained in the 1988 A@&ection 10 of the 1956 Act was
designed to deal with cases of double protectiorafavork both as an artistic work
under the 1956 Act and as a registered designtioBet0(2) contained provisions
similar to s.52 under which a 15 year copyrightigeerapplied if works which were
subject to copyright but were also the subject aoeresponding industrial design
were exploited by the production and sale eithethiwithe UK or elsewhere of
articles to which the design had been applied.

Paragraph 20 of Schedule 1 to the 1988 Act providat-

“20(1) Where section 10 of the 1956 Act ... appliedelation

an artistic work at any time before commencemeatticn

52(2) of this Act applies with the substitution ttve period of
25 years mentioned there of the relevant periotiSofears as
defined in section 10(3) of the 1956 Act.

(2) Except as provided in sub-paragraph (1), sedid applies
only where articles are marketed as mentioned bsesttion
(2)(b) after commencement.”

The net effect of these provisions was that if ieyear period had started to run
under s.10 of the 1956 Act but had not expired ByAligust 1989, s.52 came into
operation in respect of the works in question bomtinued to apply a reduced
copyright period of 15 years rather than the 25 peaiod provided for under s.52.

It was a condition for the operation of s.10 tHa torresponding design should at
least be capable of registration under the 1956 &efction 10(4) provided that:-

“(4) For the purposes of subsections (2) and (3hisf section,
no account shall be taken of any articles in relspewhich, at
the time when they were sold, let for hire, or oéfifor sale or
hire, the design in question was excluded from stegfion
under the Act of 1949 by rules made under subsecdd of
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section 1 of that Act (which relates to the exausof designs
for articles which are primarily literary or ariistin character)
and for the purposes of any proceedings undeittis design
shall be conclusively presumed to have been saudadl”

This is a reference to rule 26 of the 1949 DesiBuwes which excluded from
registration various classes of work including wod{ sculpture other than casts or
models used or intended to be used as moulds terpstto be multiplied by any
industrial process.

Because they are not sculptures the productiomefstormtrooper toys or, for that
matter, the helmet or armour would have startea tromning under the 1956 Act.
The judge held that the 15 years expired beforeAMsworth started to make his
reproductions in 2004. It is therefore unnecesgaponsider the alternative approach
under rule 26(1) which depends on whether there amamtention at the date when
the initial works were created that they shouldelploited in this way. Nor is it
necessary to consider the arguments advanced énsigs as to how s.52 might
operate were we to have decided that either anypon®re of the stormtrooper items
was a work of sculpture, or to consider whetheew point raised by Mr Bloch was
properly open on the pleadings. Our decision oh pbant therefore leaves intact the
judge’s finding that Mr Ainsworth is entitled tolyeon a s.52 defence.

Enforcement by English Court of US Copyright?

99.
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Because Mr Ainsworth is physically within the juistion of the courts of England
and Wales, there is no doubt that these courts tgarsonal” jurisdiction. He was
properly served.  The question we have to dec&davhether the court must,
alternatively should, accept what conflicts lawyersalled “subject-matter”
jurisdiction.  Must or should this court accaptigdiction to enforce Lucasfilm’'s US
copyrights against Mr Ainsworth for what he has el@amd threatens to do by way of
sales from here to the US?

The starting point here is that it is now commoougd or undisputed that Lucasfilm
does have US copyrights and that Mr Ainsworth infsniged them. The acts which
constitute infringement by US law were all actuallgne in or from the UK. They
consist of sales to US customers in the US by delspaf products from the UK,
advertising on the internet and the placing of aisements in US publications. It
would seem that questions of where the propertggsmsor where the contract was
made, or what law governs it and the like are ewaht under US law. They might
not be if the position were the other way rounce (seg.Badische Anilin v Hickson
[1908] AC 419 — under the old law no UK patent imjement by sale and despatch
from Germany). It is not necessary to examine tdretthe concession of
infringement according to US law is correct. Wisato be noted is that the extent to
which US copyright law extends “a long-arm” to aict$act done only in this country
is itself a question of American, not English lav@ther foreign laws might extend an
even longer arm: if they did it would make no diffiece if jurisdiction here is
automatic and compulsory.

The arguments for subject-matter jurisdiction tadtler three heads:

a) That the judgment @wusu,Case C-281/02 compels it;
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b) That this court irPearce v Ove Arup2000] Ch. 403 decided that the English
courts have subject-matter jurisdiction over altsaof infringement of copyright
committed anywhere in the world.

c) That, even if subject-matter jurisdiction is moimpelled, the courts here have a
discretion to accept jurisdiction and should das@ matter dibrum conveniens

We turn to examine the first two of these headdetail. We do not examine the third
much because, as will be seen, we do not consid¢rthe Courts of England and
Wales have subject-matter jurisdiction.

(@) The effect ofOwusu

It is convenient to take this first. The point wast argued below and Mr Wilson is
technically right that a necessary foundation fat targument — that Mr Ainsworth is
domiciled here — was never formally pleaded or pdbthough it is clearly the case.
Mr Wilson only took the point so as to preservediignt’s position on costs, a matter
which Mr Bloch seemed inclined to accept. Accoglinve are prepared to entertain
the argument.

Owusuwas a reference about the Brussels Convention (8f 8@ptember 1968 as
amended). That has now been replaced by ReguléEiGh 44/2001 on Jurisdiction
and the Recognition of Enforcement of JudgmeniSiuill and Commercial Matters.
It is not suggested that this makes any difference.

The proposition is thaDwusudecided that, for the EU, the courts of the Member
State of the defendant’s domicile have, and mustase, subject-matter jurisdiction
over any claim in any civil or commercial matteobght against the defendant unless
it is one of the excluded matters provided for m. A of the Regulation. It makes no
difference that the claim is in respect of actselbg the defendant in a place far far
away from the EU. Or that the acts, if done bydbe&ndant in his Member State of
domicile, are lawful by the law of that State. tBat the courts of the country where
the defendant actually did the allegedly wrongfctl @so have personal jurisdiction
over him, with the obvious consequences for fortwpping that implies. Or that the
dispute concerned has no intra-Member State octeffér that there is no EU interest
requiring or making it convenient that the Membeat& concerned should have
jurisdiction. If correct, the rule is rigid, admnitg of no exception. We will call the
postulated subject-matter jurisdiction the “extrid frisdiction”. It could also be
called “universal international jurisdiction”.

The postulate involves this: that the Conventind then its replacement Regulation
which are essentially about allocation of jurisiotand recognition of judgments of
EU Member States have, by a side-wind, createde#iea EU jurisdiction, even
though the subject-matter has nothing to do withEh.

Another consequence would be this. The courts einlblker States would be required
to take subject-matter jurisdiction over claims @bextra-EU events where, if they
had occurred in another Member State, there woallddjurisdiction. Art. 22 of the
Regulation provides for exclusive jurisdiction, aediess of domicile, in respect of a
variety of identified matters, e.g. rights in remimmovable property, validity of the
constitution of companies, validity of entries imbtic registers, and validity of
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patents. In each case the exclusive jurisdict®mrcdnferred on the courts of the
Member State where the subject matter is situdibus the courts of the Member
State where the immovable property is, or the caomgaas its seat, or the public
register is or the patent is registered, have siadujurisdiction. None of that would
apply to non-EU matters of the type excluded by. 2. So, for example, if
proceedings for infringement of a US patent weright against a person domiciled
in a Member State, Art. 22 does not exclude jucisoln over validity. So the
defendant could challenge the validity of the paterYet the ECJ has held (at any
rate where validity is challenged) that there iscnass-border jurisdiction within the
EU. You cannot sue in Member State A for an irgfement of patent in Member
State B at least if the defendant challenges wgiGAT v LUKCase C-4/03 and
Roche v PrimugLase C-539/03. Why? Because Art. 22(4) (forméuly 16(4))
forbids it.

In short, therefore, the whole of Art. 22 only malsense if the proposed extra-EU
jurisdiction is not conferred by the Regulation.

There is yet another consideration strongly pomteway from the postulated
jurisdiction. It is this. The Convention was, atite Regulation is, about both
jurisdiction and recognition (and enforcement) efigments. No one suggests an
actual judgment of the court of a non-EU Memberesta covered. Having got a
judgment in, say, the US, you cannot use the Régualaimply to register it in a
Member State and enforce it there. Lucasfilm dagsimvoke the Regulation in its
claim to enforce the default US judgment. Butdbsence of a judgment-recognition
rule makes no sense whatever if there were extrgdbsdiction. Why would the
legislator provide that even where you have actuaihdicated your rights in the
courts of a non-EU State, if you want to pursueefendant domiciled in an EU
Member-State you have to do so all over again &tpbperhaps, to some local rule
aboutres judicatg. The truth is that jurisdiction and recognitiga hand-in-hand.
Where the Regulation confers jurisdiction it themeg on to provide cross-border
recognition. If it had been intended to confetr&EU jurisdiction it would have
provided also for cross-border recognition.

Further there is nothing reciprocal about the psegoextra-EU jurisdiction. If it
exists, citizens of non-EU countries are entitledstie anyone domiciled in an EU
Member State in the courts of that Member Statd, there is no necessary
entitlement for a citizen domiciled in an EU Meml&tate to sue for wrongs done
within that Member State in the courts of any ndsh-Btate which has personal
jurisdiction over a defendant. It is wholly impable that the EU legislator would
have intended to create such a non-reciprocal etad#fairs, putting EU citizens at a
disadvantage against non-EU citizens.

Moreover although the Regulation has a cleapendengule about parallel actions
relating to the same alleged wrong in different NbemStates, there is his pendens
rule for a similar situation concerning paralletiacs in a court of a Member State
and that of a third country. Nor could there lome,the EU could not legislate for third
countries. So here, for instance, if Lucasfilm lsaéd Mr Ainsworth both in the US
and here at the same time, the Regulation haslap“fuist seised” or otherwise, to
deal with it. Both actions could proceed with tit/ious possibility of inconsistent
judgments.
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It is also noteworthy that if this far-reaching aimgportant jurisdiction existed, no-
one has noticed it from the time of the initial Bsels Convention in 1968 until now.

Moreover, after the oral hearing, Lucasfilm prowddeas with a table showing
examples of cases where the courts of Member $Stades, it is suggested, to some
extent assumed full international jurisdiction opgright or related rights. We have
not seen the decisions themselves. And Mr Aindvi®itawyers simply do not have
the resources to deal with the table, or to trgrimduce a counter-table. According to
the summary many, though not all of the cases naae linvolved straightforward
enforcement of contractual obligations or recognitof assignments rather than a full
assumption of world-wide international jurisdictiower subject-matter. And other
cases involve assumption of subject-matter jurtszhcfor acts done in other Member
States, which is of no assistance here. Whatg®itant in the present context is that
it is not suggested that in any of the cases wingernational jurisdiction was
apparently taken it was domereliance on Art. 2. It seems that if it was done, it was
done on the basis of national law alone.

With those important considerations in mind we ttorthe legislation, including its
travaux préparatoires A good starting point to see whether this extrajtisdiction
was ever intended is obviously the power to makeRbagulation itself. It stems from
Art 61(c) in Part 3 of the Treaty (Community Padig) and comes within Title IV,
“Visas, Asylum, Immigration, and other Policiesateld to the Free Movement of
Persons.” Art. 61(c) provides:

In order to establish progressively an area ofdoeg security
and justice, the Council shall adopt:

(c) measures in the field of judicial cooperatiarcivil matters
as provided for in Article 65;

So the key provision is Art. 65:
Art. 65:

Measures in the field of judicial cooperation irvicimatters
having cross-border implications, to be taken icoagance
with Article 67 and in so far as necessary for fireper
functioning of the internal market, shall include:

€)) improving and simplifying:

- the system for cross-border service of judiciadd a
extrajudicial documents,

- cooperation in the taking of evidence,

- the recognition and enforcement of decisionsiuil and
commercial cases, including decisions in extrajatitases;

(b) promoting the compatibility of the rules agplble in the
Member States concerning the conflict of laws and o
jurisdiction;
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(c) eliminating obstacles to the good functioniafj civil
proceedings, if necessary by promoting the compiafibf the
rules on civil procedure applicable in the Membet&s.

There is nothing here suggesting any power to eraatextra-EU jurisdiction. Quite
the opposite. The judicial co-operation is betwdencourts of the Member States.,
not about co-operation between the courts of a Men8iate and those of third
countries. Itis all about the internal market.

Nor can one find anything in the recitals to theafy which would clearly cover the
creation of such a power.

Another starting point might be the Jenard/SchioBsports OJ C 59/1. We can find
nothing in them suggesting that an extra-EU judsdn exists or should be created.
Such an important subject would surely have beehtesded by these scholars and
considered explicitly. Yet it is not mentioned.

What about the Recitals to the Regulation? Notsrggests that one can find there
an explicit purpose to create an extra-EU jurisdict Far from it. The Recitals show

only an intention to cover the internal market. ¥ét out certain recitals with our

emphasis to show the point

Recital (1) The Community has set itself the objective of
maintaining and developirgn area of freedom, security and
justice, in which the free movement of persons isyeured. In
order to establish progressively such an areaCimamunity
should adopt, amongst other things, the measutasng to
judicial cooperation in civil matters which arecessary for
the sound operation of the internal market

Recital (2) Certain differences between national rules
governing jurisdiction and recognition of judgments
hamper the sound operation of the internal market
Provisions to unify the rules of conflict of juristion in civil
and commercial matters and to simplify the forneditwith a
view to rapid and simple recognition and enforcemeh
judgments from Member States bound by this Reguiaére
essential.

(3) This area is withinhie field of judicial cooperation in civil
matters within the meaning of Article 650f the Treaty.

(15) In the interests of the harmonious adminiginaof justice

it is necessary to minimise the possibility of coment
proceedings antb ensure that irreconcilable judgments will
not be given in two Member StatesThere must be a clear and
effective mechanism for resolving cases of lis @ersdand
related actions and for obviating problems flowifiggm
national differences as to the determination oftitme when a
case is regarded as pending. For the purposessdRégulation
that time should be defined autonomously.
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So we now turn t@wusuto see whether it really had the effect conterfded The
claimant, domiciled in the UK, suffered an accidentlamaica whilst staying at a
holiday villa let to him by a Mr Jackson, also doited in the UK. He sued Mr
Jackson in contract alleging that it was a ternthefcontract that the beach where he
had suffered the accident would be safe. It wad Hare was a dangerous hidden
sandbank. There can be no question but that thaseboth personal and subject-
matter jurisdiction over that claim. The claimaalso sued several Jamaican
companies in tort, alleging that his accident was tb their negligence. Mr Jackson
was served personally in England. Leave to sdrgelamaican companies out of the
jurisdiction was given by the English court.

Both Mr Jackson and the Jamaican defendants apfiieé declaration that the
English court “should not exercise its jurisdictionrelation to the claim against them
both.”  The basis of this claim was orfrum non convenienslt was said that
Jamaica was a more appropriate venue for the cmsesa all the defendants.

What is of great importance to note is that this wat a case where it was suggested
that the English Court did not have subject-mgtiesdiction. On the contrary the
very premise of dorum non conveniengrgument is that the court hget subject-
matter jurisdiction but should not exercise it hesmthere is a more convenient forum
for the litigation. So there can be no doubt thatquestion the ECJ had to face had
nothing to do with subject-matter jurisdiction.

The problem for the defendants was that Mr Jackeas domiciled in England. Art
2(1) of the Brussels Convention (now Art. 2(1) bétRegulation) lays down the
fundamental basic rule:

1. Subject to this Regulation, persons domicilec iMember
State shall, whatever their nationality, be suethi courts of
that Member State.

It may be noted that if Mr Jackson was properlydsuieEngland then the Jamaican
defendants could be properly sued here too. Bautatter fact was a rule of English
law. As Advocate-General Léger clearly acceptedl jtirisdictional rules of the
Brussels Convention did not apply to these defetsdgsee [56]). They were in the
proceedings by virtue of English procedural rutes, by virtue of the Convention.

Thus it was that the Court concentrated only ontidreArt. 2 of the Convention
displaced the Englisforum non conveniensille. There can be no doubt about that.
Thus the Court said:

[35] It follows from the foregoing that Article 2fcdhe
Brussels Convention applies to circumstances sadhase in
the main proceedings, involving relationships betwehe
courts of a single Contracting State and those afioa-
Contracting State rather than relationships betwbencourts
of a number of Contracting States.

[36] It must therefore be considered whether, irchsu
circumstances, the Brussels Convention precludesug of a
Contracting State from applying thflerum non conveniens
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doctrine and declining to exercise the jurisdictcamferred on
it by Article 2 of that Convention.

It went to analyse that very question — and norothiedecided that the doctrine was
indeed displaced. It said (and ruled):

[46] In the light of all the foregoing consideraig the
answer to the first question must be that the mgss
Convention precludes a court of a Contracting Sfaben
declining the jurisdiction conferred on it by Atec2 of that
convention on the ground that a court of a non-faating
State would be a more appropriate forum for thal wif the
action even if the jurisdiction of no other Contmag State is in
issue or the proceedings have no connecting fadtorany
other Contracting State.

So Owusu establishes where Art. 2 confers personal jurigzhcin a court of a
Member State by reason of the defendant’s dominilthat State, the court cannot
refuse to hear the case because there is a mamepaippe forum abroad. It does not
begin to address a quite different question, nargelgn personal jurisdiction, is the
subject-matter jurisdiction of the court also dea@d by Art. 2?

Mr Bloch submitted that because Art. 2 does cosfdject-matter jurisdiction on the
courts of a Member State in respect of acts dosewdiere in the EU, it must also
have the same effect as regards acts done outsdeli. We do not see why — there
is an enormous difference between the two. FoaiBt) events the Regulation is a
carefully balanced piece of legislation. Its comguats are interrelated. Thus it
provides for all the consequences of its allocatdrjurisdiction rules - exclusive
jurisdiction for court first seised, a lis alibi q#ens rule in other courts, mutual
recognition of judgments and so on. None of tledafice or interrelation is provided
by the suggested extra-EU jurisdiction. Nor catlde, for to achieve it you need to
legislate for all the courts to which the rules lg@nd the Regulation has no effect on
the courts of third countries.

So for all the reasons we have indicated above ik tthat it clear that the
Regulation does not create the extra-EU jurisdicés we have defined it. The
Regulation is not setting up the courts of the MemBtates as some kind of non-
exclusive world tribunals for wrongs done outsidle EU by persons who happen to
be domiciled within the EU. That is the sort loing that is done reciprocally and by
an international Convention — it goes well beyadnel temit of judges whose job is to
interpret the law, not to legislate. We think tpeint is acte clair and would
accordingly not refer it.

That really concludes the matter. However we khooention a few additional
points.  First of these is that ®AT v LUK, the ECJ had regard t©owusuin the
course of deciding that the exclusive jurisdictrates of the Convention (now Art. 22
of the Regulation) overrode Art. 2 in a patentimgement action where validity is
challenged. It said:

[25] In the light of the position of Article 16(4yithin the
scheme of the Convention and the objective purstiedyiew
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must be taken that the exclusive jurisdiction pded for by
that provision should apply whatever the form obqaredings
in which the issue of a patent’s validity is raised it by way
of an action or a plea in objection, at the time tase is
brought or at a later stage in the proceedings.

[26] First, to allow a court seised of an actidar
infringement or for a declaration that there hasnbeno
infringement to establish, indirectly, the invatidof the patent
at issue would undermine the binding nature of rile of
jurisdiction laid down in Article 16(4) of the Coestion.

[27]  While the parties cannot rely on Articlé(4) of the
Convention, the claimant would be able, simply by wvay it
formulates its claims, to circumvent the mandatoagure of
the rule of jurisdiction laid down in that article.

[28] Second, the possibility which this offeref
circumventing Article 16(4) of the Convention wouidve the
effect of multiplying the heads of jurisdiction amebuld be
liable to undermine the predictability of the rut#gurisdiction
laid down by the Convention, and consequently tdeumine
the principle of legal certainty, which is the wf the
Convention (see Case C-256/@#six [2002] ECR [-1699,
paragraphs 24 to 26, Case C-281/00@usu[2005] ECR I-
1383, paragraph 41, and Case C-53%08he Nederland and
Others[2006] ECR [-0000, paragraph 37).

None of that would make any sense if Art. 2 comf@rsubject-matter jurisdiction in
respect of actions for infringement of the patesiftshird countries — to which Art.
16(4) cannot apply. The problems the court idiestwould then apply.

Secondly our decision accords with the generabgbphy of the leading US decision
on extra-territorial jurisdiction of the US Courtsintellectual property matter¥,oda

v Cordis, [2007] USCAFED 29, 476 F.3d 887 decision of the Federal Court of
Appeals. We refer to this in more detalil later.

Thirdly our view coincides with that of Colman J Konkola Copper Mines v
Coromim[2005] EWHC 898 (Comm), [2005] 2 Lloyd’'s Rep. 55%implifying the
facts, the defendant was domiciled in England amg warty to a contract which
contained an exclusive jurisdiction clause in favotithe Courts of Zambia. The
defendant, sued in England, said that the EnglistriCshould decline jurisdiction.
The claimant said it could not by reasonusu jurisdiction was imposed by Art.
2 and that was that. Art. 17 of the Conventicow{rArt. 23 of the Regulation) allows
exclusive jurisdiction clauses which confer jurcgdin upon the courts of a particular
Member State to prevail over Art. 2 but says nahabout exclusive jurisdiction
clauses conferring jurisdiction on the courts ofdtcountries. Colman J stayed the
action, basing himself on the contract, not anynfof forum non conveniergoctrine.
Quite clearly he could not have done so if Artniposed an extra-EU jurisdiction in
respect of all subject-matters.
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Finally as regards th®wusucontention is concerned, our attention was drawa to
decision of Barling JCatalyst Investment Group v Lewinsd2009] EWHC 1964.
The question there was whether the court could @tageedings in a case where the
same point was being litigated between the samBepain the courts of a third
country. He held thaDwusuprevented that, essentially becauselih@endensule

is to some extent a facet frum non conveniens We do not have decide whether
that was correct, though we note that, if he tghtrithere is this oddity: that there is
a clearlis pendensule, with associated court first seized rule,darallel cases within
the EU but none for parallel cases where one isingnwithin an EU Member State
and one without. What Barling J did not decide west Art. 2 conferred extra-EU
subject matter jurisdiction generally.

(b)  The effect ofPearce v Ove Arup

In this case, the claimant sued a number of defégsda England. The heart of the
complaint was an allegation that the architect Ri€éoolhaas had infringed the
claimant’'s Dutch copyright with his design for thew art gallery in Rotterdam.
The other defendants were all ancillary to thatm@aim. They were the English
consulting engineers, Ove Arup, Mr Koolhaas’ Dutdmpany and even the City of
Rotterdam.

The case was one of forum shopping. The poichobsing this jurisdiction was that
the plaintiff could get legal aid here whereas ljpps because the case was not seen
as having any merit) not in Holland. So Ove Ardpmiciled here, were made first
defendants pursuant to Art. 2 of the Brussels Cotime. The remaining defendants,
all Dutch, were joined pursuant to the provisiohéx 6 of the Convention.

The defendants applied to have the claim struck @)ton the grounds it had no
realistic prospect of success and (b) because Wasano jurisdiction to hear a Dutch
copyright claim here. The first instance judgepyld J acceded to the application on
ground (a) but went on to hold, if he were wrongtloait point, that Art. 2 did confer
subject-matter jurisdiction over a claim for infygment. The Court of Appeal
reversed his finding on (a) and upheld decisiortoagirisdiction. As a matter of
interest the case then went on to full trial whtaeeclaim failed miserably.

Lucasfilm contends that the effect of the CourtApipeal decision was indeed that
there was extra-EU jurisdiction as a matter of EBmglaw. In a previous case,
Tyburn Products v Conan Doy#991] Ch 75 Vinelott J had perhaps (we do not need
to determine whether he did) decided that there measubject-matter jurisdiction in
the English courts in respect of infringement opyiaght in non-EU countries. In
Pearce this Court (in a judgment of the Court) said thip & 39F:

We do not find it necessary to decide whether \atiel. was
correct to take the view (if he did) that an actfon alleged
infringement of a foreign copyright by acts dondswe the
United Kingdom in a state not party to the Brussels
Convention, in a case where no question as to ahdity or
registration of the right was in issue, was notigisble in an
English court.
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So Lucasfilm’s contention is bold indeed — that @eurt of Appeal, by necessary
implication, did decide a point which it, itselfiddhot think it was deciding — it knew
not what it was doing.

And there is also this, that the Court of Appeatwat concerned with an allegation
of infringement in a third country. So, Mr Ainswrsubmits, if and to the extent that
it decided that such acts were justiciable hereigeal there was personal jurisdiction
over the defendant its decision wabiter dictum and we need not follow it.
Lucasfilm submits otherwise — it submitted that tta¢io decidendiof Pearce
necessarily leads to such jurisdiction.

To try to understand the decision Rearceit is necessary to consider three earlier
casespBritish South Africa v. Companhia de Mogambii@93] A.C. 602 Potter v.
Broken Hill (1906) 3 C.L.R. 479 anHesperides Hotels v. Aegean Turkish Holidays
[1979] A.C. 508.

Mocambiquewas an action brought in England for trespassnd la South Africa.
The defendants disputed title to the land. Theideoof Lords drew a distinction
between “matters which are transitory and thosecllare local in nature” (Lord
Herschell LC’s words). It held that English caudid not have jurisdiction over the
latter.

Thus it is clearly the case that English law corgahe concept that certain matters
are not to be determined by the English courts d@liengh the court has personal
jurisdiction over the defendant. These matters sael to be “non-justiciable.”
Naturally the question then is, what are thesearst

As regards land the answer was provided by the élotikords inHesperides Hotels.
This was a claim by two Cypriot hotel companiesiagfaa London based travel
agency which advertised holidays where people cstdg at hotels belonging to the
companies in Northern Cyprus. Northern Cyprus wesupied by Turkey and the
hotels had de facto been taken over. It was baidthe hotels were illegally occupied
and so the defendants were encouraging a trespasbe claim was allowed to
proceed in respect of the chattel content of thelldout not in respect of the trespass
claim.

As regards that claim, the House re-affirmdocambiqudully. Lord Wilberforce at
p. 534 adoptedDicey & Morris's exposition in rule 79 of what it was that
Mocambiquelecided:

"Subject to the exceptions hereinafter mentionled,court has
no jurisdiction to entertain an action for (1) tthetermination
of the title to, or the right to the possessionasfy immovable
situate out of England (foreign land); or (2) trexovery of
damages for trespass to such immovable."

He pointed out that if either part of the rule agg) the court had no jurisdiction — the
rule went both to the existence of the right asdnfringement. The House refused
the invitation to revise the rule so as to remowvattenuate the second limb. One of
the reasons for its refusal was articulated by I\Witberforce at p.537:
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Secondly: the nature of the rule itself, involvirag it clearly
must, possible conflict with foreign jurisdictiongnd the
possible entry into and involvement with politicplestions of
some delicacy, does not favour revision (assumuu g0 be
logically desirable) by judicial decision, but rath by
legislation.

It may be noted that the second limb of the ruldy o far as it affected trespass to
land or any other tort affecting immovable propemyas abrogated by s.30 of the
Civil Jurisdiction and Judgments Act 1982. It ist rsuggested that s.30 has any
application to the present problem.

The last of the three important casesPutter, a decision of the High Court of
Australia in 1906. It was in the days when eatdteShad its own patent registry.
The patentee of a NSW patent sued a defendantdtoi& for infringement of its
patent. It was held that the Victorian court madurisdiction. Clearly the principal
reason for the decision was that to hold otherwiseald involve the Victorian court
inquiring into the validity of an act of anotheats, the act in question being the grant
of the patent by NSW. As Griffiths CJ put it:

It is the settled law of all civilised countriesaththe acts of
Government of a State done within its own territang not
examinable at all in the Court of another State.

Mr Bloch accepts that English courts have no juctsoh to hear claims for
infringement of foreign patents where validity msissue. But he says, if validity is
not in issue, so that there is no question of ehgihg the act of a foreign state, the
position is different. And since copyright rightte not (at least in this case) depend
upon registration in the US, no question of impuagna sovereign act of the US
arises. It follows, he says, that tMocambiquerule does not apply to acts of
infringement of copyright in a foreign state.

And, he says, that is whBearcedecided. We can now turn to it to see if heght.
The argument the Court was addressing was thisat d@lthough Art. 2 of the
Convention conferred jurisdiction over Ove Arupditl not mean that the claim was
justiciable. And it was not, by virtue of thdocambiqueprinciple. Lloyd J had held
that the Mocambiqueprinciple did extend to foreign intellectual profyerights
because they were essentially local in nature thmtt Art. 2 overrode that so far as
acts of infringement in other Member States werecemed.

The Court began with an obvious disinclination tddhthatMog¢ambiqueapplied to
claims of infringement of foreign intellectual peay rights at all. At p.424 it said:

On its face the rule ilMocambiquedoes not provide self-
evident support for the proposition that a claimboeach of a
foreign statutory intellectual property right cabnde
entertained by an English court.

We do not share that disinclination. For a varadtreasons which we set out below
we think that there are good reasons for holdirag foreign intellectual property
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rights, registered or not, should not be justi@abkre in the absence of a treaty
governing the position.

The Court then went on to considstogcambiqueand Hesperides After many
citations fromMocambiquet concluded at p.431

It is, we think, clear from an analysis of the jodnts in
Mocambiquethat the House of Lords treated the question
whether the English courts should entertain anoactior
trespass to foreign land as one of justiciabilijhe English
courts should not claim jurisdiction to adjudicaon matters
which, under generally accepted principles of peava
international law, were within the peculiar prownand
competence of another state.

It then went on to consider the position as regédd having regard to s.30 and Art.
2 It said at p.432:

We are satisfied that, at least in relation to laitdate within a
contracting state, there is no longer any basishferule in the
Mocambiquecase. The questions which the House of Lords
addressed in that case are now, as a matter ofsernlivate
international law, determined by section 2(1) oé tAct of
1982—qiving effect to the accession of the Unitedgdom to

the Brussels Convention.

Note that even in relation to land, the court coadi its observation to land situate
within a contracting state (i.e. of the Brusselsn@mtion ). And of course that
Convention had its own rules about exclusive jucisoh concerning title to land.

Next the Court proceeded under a heading: “Thensibn of theMogambiquerule
to intellectual property cases: the Australianesds There follows detailed citation
from Potterand another case. Then it turned to the Conmertnd the Jenard report
and said at p.436:

But, where the action is not concerned with regtgin or

validity, the Convention gives jurisdiction to tlkeurts of the
defendant's domicile, or to the courts of othertiamting states
in accordance with articles 5 and 6. The questiGan’ the
English court inquire into the validity of a pategrinted by a
contracting state?" is answered by article 16(4e Guestion
"Does the English court have jurisdiction to ersert
proceedings in respect of the alleged infringemehtan

intellectual property right conferred by the lawaotontracting
state where the proceedings fall outside articl¢4)P6 is

answered by article 2, 5 or 6. There is, in oukwigothing in
the reasoning of the High Court of Australia whrelquires the
answer: "No, notwithstanding that the proceediraisdutside
article 16(4) and the English court has jurisdictio entertain
the proceedings by reason of article 2, 5 or 6 ghglish court
must nevertheless decline jurisdiction becauseqgtrestion is
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non-justiciable.” We find it impossible to acceptat that
answer has any place in a rational scheme of jurigmce.

The whole of this passage is about an “allegednigément of an IP right conferred
by the law of a contracting state.”  Mr Bloch vaulnave us read it without that
limitation. We see no reason so to do. It is tmeg to confer jurisdiction within

what is a common market and quite another to extegenerally. What is said

about a “rational scheme of jurisprudence” is ehfirin the context of the
Convention.

The Court then turned to the English cases, putorge on one side as irrelevant to
the question of justiciability. Next it referred Tyburn. We have already quoted

what we regard as the key passage for present g@spoWe have no hesitation in
repeating it:

We do not find it necessary to decide whether \atiel. was
correct to take the view (if he did) that an actfon alleged
infringement of a foreign copyright by acts dondswe the
United Kingdom in a state not party to the Brussels
Convention, in a case where no question as to ahdity or
registration of the right was in issue, was notigisble in an
English court.

After considering other English cases not reallytt@npoint, the court then went on to
consider an argument based on the Berne Conventfoh5(2) of this provides:

The enjoyment and exercise of these rights shalbasubject
to any formality; such enjoyment and such exerecisall be
independent of the existence of protection in tbantry of
origin of the work. Consequently, apart from theyisions of
this Convention, the extent of protection, as vaslithe means
of redress afforded to the author to protect hgbts, shall be
governed exclusively by the laws of the country mhe
protection is claimed.

It was suggested this excluded the operation oBtfussels Convention. The Court
held not so. Before us, perhaps because of thdingy no reliance was placed on
Art. 5(2). We therefore refrain from expressing own view as to what is meant by
“as well as the means of redress ... shall be gedeexclusively by the laws of the
country where protection is claimed.” We proceedhe basis that Berne is neutral
as to questions of jurisdiction over foreign ing@ments of copyrights.

Finally the Court considered the double-actiongbilule. That has no relevance to
our case because it was abolished by s.10 of theat®r International Law
(Miscellaneous Provisions) Act 1995.

SoPearcedid not decide the point now before us. The gt for saying it did is

at best tortured and over-subtle. That is nosbfsi applying the doctrine aitare
decisis.As Viscount Dunedin said iGreat Western Railway v Owners of SS Mostyn
[1928] AC 57 at p.73:
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Now, when any tribunal is bound by the judgmentobther
Court, either superior or co-ordinate, it is, oficge, bound by
the judgment itself. And if from the opinions dered it is
clear - as is the case in most instances - whatrahie
decidendi was which led to the judgment, then that ratio
decidendi is also binding. But if it is not cledénen | do not
think it is part of the tribunal's duty to spell towith great
difficulty a ratio decidendin order to be bound by it.

The upshot is this: the suggestatio cannot readily be spelled out Bearce At
best it can only be done with great difficulty. \&iee not bound biPearceand must
decide the point for ourselves.

What then of other decisions, decisions of onlyspasive value one way or the
other? Tipping J, a respected judge who had soperience of IP and is now in the
Supreme Court of New Zealand, held that a plaiobfild not sue in New Zealand for
acts said to be an infringement of copyright oftaeo country Atkinson Footwear v
Hodgskin International Service§l994) 31 IPR 186. He said at p.190 after
consideringnter alia, PotterandTyburn

Whether copyright exists in another country and tivbe the
plaintiff has title to it are treated as questionsrem not in
personam and thus outside the general proposititnwhich |

started this discussion. Therefore, whether thegomation of
Dianne boots and their sale in Australia constiwteoreach of
copyright law of Australia is for the courts of theountry to
determine.

He noticed a difference with passing off — the adiwhich is a misrepresentation,
and then went on to make a very important point:

In addition to the territorial ambit of copyrighaw, it should
also be noted that there has always been a retiectargrant an
injunction which will take effect outside the juttistion of the
court granting it.

Aldous J had that same consideration in mind it caseRlastus Kreativ v 3M
[1995] RPC 438, saying at p.447:

For myself | would not welcome the task of haviogdecide
whether a person had infringed a foreign patenthigh
patent actions appear on their face to be disfh#eseen two
parties, in reality they also concern the publicfidding of
infringement is a finding that a monopoly grantgdthe state
is to be enforced. The result is invariably tha public have to
pay higher prices than if the monopoly did not £xisthat be
the proper result, then that result should, | veljeccome about
from a decision of a court situated in the statenehthe public
have to pay the higher prices. One only has to inea@
decision of this court that the German public stophy to a
British company substantial sums of money to realise
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difficulties that might arise. | believe that, ifet local courts are
responsible for enforcing and deciding questiongadiflity and
infringement, the conclusions reached are likelycoonmand
the respect of the public. Also a conclusion thgtatent is
infringed or not infringed involves in this countydecision on
validity as in this country no man can infringeiawalid patent.

Note that Aldous J makes two distinct points: @iat a decision as to infringement
is essentially a local matter involving the statmeerned and the other is that a
guestion of validity may be involved. He does redt his view on merely the so-
called sovereign nature of a grant of a patent.

We do observe however, that he added a qualificatio

| also believe that it would not normally be rigbt the courts
of this country to decide a dispute on infringemein& foreign

patent in respect of acts done outside this couptoyvided

there is an adequate remedy in the relevant counl local

court is able to look at the particular acts in gwntext in

which they are carried out. If it happened thaté¢h&as not an
adequate remedy in the other state, then it migtagpropriate
that action be taken in a state in which there araappropriate
remedy.

Mr Bloch would say that is the position here. Mingworth is not in the US. No
order of the US court can touch him — as indedth# not. So unless the English
court has jurisdiction, Mr Ainsworth can “get awajth it.” But on the other hand
English law regards what he has done as entirgljula It is not part of English
public policy to restrain acts done here to enfaheelocal IP rules of other countries.

Another experienced IP Judge, Laddie J, clearlysicamed that both limbs of the
Mocambiqueule applied and ought to apply to IP disputes.Cdin Controls v Suzo
International[1999] Ch 33 at 43 he said this:

The principles which applied to land in tMogambiquecase
apply equally well to attempts to litigate foreigmellectual

property rights in English courts. Those rights egiuse to
monopolies or quasi-monopolies which are strictlyitorial in

nature. In the case of patents, historically tipeirpose was to
encourage and protect local industry. So court®vahg the

common law tradition have declined to entertainioast

concerned with the enforcement of foreign intellatproperty
rights;

And he concluded at p.44:

If the Mogambiquerule has been destroyed or limited in
relation to patent and similar rights, that mustalsea result of
our adherence to the Brussels Convention, not lsecatithe
Acts of 1982 and 1995.
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Mr Bloch has to contend that was wrong for the pags of hiSOve Arupargument.
Although it was cited, the Court did not say so.

Mr Bloch relied on a recent Australian ca$& Productions v Drew Pictur¢2008]
FCAFC 194. That was an action in Australia concwy title to the Australian
copyright in a film. The defendants started peatiegs in lllinois asserting title to
copyright. It seems the US action included witltira claim to the Australian
copyright. The Australian defendants applied fostay onforum non conveniens
grounds. One of the considerations was whethestrAlia was a “clearly
inappropriate forum”. Finkelstein J thought tRa&arcedrew a distinction between
foreign disputes as to title and those as to igément — a distinction which do we
not think it did so far as disputes concerningingement of IP rights outside the EU
is concerned. The other members of the Court (g&wee the majority reason)
expressed no view oRearce. In the result the Australian court refused a stag
granted an anti-suit injunction restraining conéition of the US action. We do not
think this case assists.

Mr Bloch also relied upon a decision of Mr Peteegeott QC sitting as a Deputy
Judge. It wasriggs v Evans[2004] EWHC 1088 (Ch). The case involved a dispute
about the ownership of copyright in a logo credtedhe claimants. It was designed
in England pursuant to an English contract. Tlsiaswas whether the foreign
copyrights, as well as the UK copyright, belongedhe claimants. He held they did
and that the English court had jurisdiction so ¢gide and to order the defendant to
enter into any necessary assignment to perfeet titl We find nothing remarkable in
that. Our courts have always had ianpersonamjurisdiction to enforce a party
properly before the court to perform an act reqguivg English law. But Mr Prescott
also considered the effect Give Arup. He seemed to draw from it the general
principle that the court only regards as non-juahile disputes about the existence of
foreign registered rights. If and to the extdwdtthe did, it was clearlgbiter and
involves a reading dDve Arupwhich we do not endorse.

Mr Bloch also referred us to a decision of Flaux he Commercial Couratyam
Computer Services v Upaid Syste@308] EWHC 31. Flaux Jybiter considered
that English courts were only precluded from coesiy the validity of foreign IP
rights. He did so by his analysis of the casdserathan for any policy reasons. So
his judgment does not take matters much further.

Mr Bloch showed us the US decisionliondon Film Productions v Intercontinental
Communicationss80 F. Supp. 47 (1984) 47. This was a Districu€dfirst
instance) decision of Judge Robert Carter. He tetl the US Federal Courts had
jurisdiction over a New York corporation allegedhave infringed film copyright in
Chile and other South American countries. The iappbn for dismissal was on
forum non conveniengrounds. In a short judgment the Judge acceptadhaiple
that because a US court had an interest in congaliag foreigners with US law, that
interest would be furthered by showing that thedd8rts would enforce foreign laws.
We do not think we have seen that very generaltla@aoretical justification for cross-
border jurisdiction advanced anywhere else. Andabeepted Professor Nimmer's
theory that copyright infringement constitutesransitory cause of action.”

However to set againgtondon Filmis the more recent, higher, authority of the US
Court of Appeals for the Federal Circuit WYoda v Cordis. The defendant had
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manufactured in the US and was sued for patenhgément. He then moved his
manufacture abroad — to Mexico. The plaintiff doiutp amend his claim to allege
infringement of the “European British, Canadiarertah and German patents.”
Presumably sales were being made in the countdesecned. [We are not quite
clear what was meant by European — perhaps thegsleldd not appreciate there are
only national patents in Europe.] The question whsther that could be done under
the provisions for “supplementary jurisdiction.” The majority said no, giving a

variety of reasons some of which were local tollgin character (e.g. the problems
which would be created if a jury had to apply aeseof foreign laws) but others

which have general application. We go to somd&esé¢ now.

First it noted that no international convention atbmtellectual property (and there
are many (Paris, Berne, and TRIPS are the main) drees sought to create such a
jurisdiction. The Court said:

The Paris Convention thus clearly expresses thependence
of each country’s sovereign patent systems and Hysitems
for adjudicating those patents. Nothing in the $&wdnvention
contemplates nor allows one jurisdiction to adjatic the
patents of another, and as such, our courts stmmildetermine
the validity and infringement of foreign patentsccArdingly,

while the Paris Convention contains no expressdlictional-

stripping statute, we relied on it in Stém hold that “[o]nly a
British court, applying British law, can determinalidity and

infringement of British patents.” 748 F.2d at 658.

And in response to a suggestion that the intemaltiotrend was towards
harmonisation of IP and particularly patent law tfwreference to TRIPS and the
PCT) the court said:

Regardless of the strength of the harmonizatiamdtraowever,
we as the U.S. judiciary should not unilaterallgide either for
our government or for other foreign sovereigns that courts
will become the adjudicating body for any foreigatent with a
U.S. equivalent “so related” to form “the same case
controversy.” ....... Permitting our district courts ¢€xercise
jurisdiction over infringement claims based on fgrepatents
in this case would require us to define the legainalaries of a
property right granted by another sovereign and ttetermine
whether there has been a trespass to that right.

Next the Court considered comity and relations ketwsovereigns. It said a number
of things:

In this case, these considerations of comity dosapiport the
district court’'s exercise of supplemental jurisgiot over
Voda'’s foreign patent infringement claims. Firspda has not
identified any international duty, and we have f@dunone, that
would require our judicial system to adjudicateefgn patent
infringement claims. ... Second, as discussed irfart

[1l.LA.2.d, Voda has not shown that it would be moomvenient



for our courts to assume the supplemental jurigdicat issue.
Third, with respect to the rights of our citizeMnda has not
shown that foreign courts will inadequately protkrs foreign
patent rights. ....

Fourth, assuming jurisdiction over Voda's foreigratgnt
infringement claims could prejudice the rights bé tforeign
governments. None of the parties or amicus curiageh
demonstrated that the British, Canadian, FrenchGerman
governmentsare willing to have our courts exercise jurisdintio
over infringement claims based on their patents.

169. The Court went on to recognise the same distinctasn was recognised in
Mogambique

In addition, the local action doctrine informs hattexercising
supplemental jurisdiction in this case appears itdate our
own norms of what sovereigns ordinarily expect. @ou
derived the local action doctrine from the distioetbetween
local and transitory actions beginning withivingston v.
Jeffersonwritten by Justice John Marshall riding Circuib F.
Cas. 660 (C.C.D. Va. 1811). lnvingston the plaintiff sued in
a Virginia court for trespass to land located iruistana. The
court dismissed the action, holding that it coutddoought only
in a Louisiana court. The Supreme Court subsequéettl that
“an action for trespass upon land, like an actmmeicover the
title or the possession of the land itself, is @aloaction, and
can only be brought within the State in which thad lies.”
Ellenwood v. Marietta Chair Co158 U.S. 105, 107 (1895).
The Court concluded that a federal court sittingmother state
had no jurisdiction to hear the trespass cldan.n short, the
local action doctrine served to prevent courts fiemjudicating
claims for trespass or title to real property.

170. It said the same applied to patents:

The territorial limits of the rights granted by eats are similar
to those conferred by land grants. A patent righlimited by
the metes and bounds of the jurisdictional teryitbiat granted
the right to exclude. [citations omitted] Therefaaepatent right
to exclude only arises from the legal right grantadd

recognized by the sovereign within whose territthry right is
located. It would be incongruent to allow the sevgm power
of one to be infringed or limited by another sovgmés

extension of its jurisdiction. Therefore, while oBatent Act
declares that “patents shall have the attributespafsonal
property,” 35 U.S.C. § 261, and not real propethe local
action doctrine constitutes an informative doctraoeinselling
us that exercising supplemental jurisdiction oveod¥'s

foreign patent claims could prejudice the rightsttod foreign
governments.
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It is to be noted that the Court did not draw arstidction between existence of the
right and its infringement, just as there was nbeeveen title and trespass to real
property. We return to this point later.

The court concluded its considerations of comityirggthis:

Accordingly, comity and the principle of avoidingreasonable
interference with the authority of other sovereighstate in

this case that the district court decline the agercof

supplemental jurisdiction under 8 1367(c).

Finally so far as is relevant here, the court ater@d an argument that consolidated
multilateral patent infringement could be more@ént. It said:

While there may be merit in the argument, no irdéamal
treaty establishes full faith and credit, nor hawe found any
analogous agreement that would require foreign tmsnto
recognise or obligate the enforcement of our judgme
regarding foreign patents.

The same goes for copyright infringement. If weehpurisdiction over infringements
of copyright in country X, it does not follow th#te courts of country X would
recognise a judgment of our courts.

Mr Bloch also prayed in aid the recent American Uastitute “Principles Governing

Jurisdiction, Choice of Law, and Judgments in Tnatisnal Disputes” (2008) which

suggests that a national court should have subjatter jurisdiction over IP disputes
in other countries. We acknowledge that is whasays, and it may, from an
academic point of view, seem a good idea. Forghsons we give below we do not
think it is a good idea in practice given the cotreessentially national, nature of IP
rights and their enforcement. As the courVmdasaid, this is not a matter for the
unilateral decision of the judges of a particultats.

Our decision on justiciability
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That concludes our examination of the authoritied/e have decided that there is no
binding authority. So we must decide now whetheglish law regards claims for
infringement of foreign, non-EU (or Lugano) copyrg as non-justiciable here. We
so hold. We do so for the following reasons.

Firstly we think that the two-fold rule iMocambiqueapplies to such claims.
Mocambiquas not limited to claims about land, nor to claiat®ut title or validity of
the foreign right relied upon. Infringement of l@right (especially copyright, which
is largely unharmonised) is essentially a localterahvolving local policies and local
public interest. It is a matter for local judges.

Secondly enforcement may involve a clash of thedkcies of different countries.

This case is a good example. The effect of thenictjon granted by Mann J is that
the defendant is restrained from doing acts in ¢bisntry which by the laws of this

country are lawful.  This is because American says they are not lawful.
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Thirdly there is the point touched upon by Aldous Bxtra-territorial jurisdiction will
involve (and does here) a restraint on actionsniotteer country — an interference
which prima facie a foreign judge should avoidrudit is that in this particular case
the defendant has no intention of actually gointheUS and doing acts there, but if
the jurisdiction exists one could easily imaginelsa case.

Fourthly if national courts of different countriad assume jurisdiction there is far too
much room for forum-shopping, applications for stayn forum non conveniens
grounds, applications for anti-suit injunctions aagplications for declarations of
non-infringement.

Fifthly it is quite clear that those concerned wittiernational agreements about
copyright have refrained from putting in place gimge for the international litigation
of copyrights by the courts of a single state. wks have said we do not consider
whether Art 5(2) of Berne precludes it. A systehmutual recognition of copyright
jurisdiction and of copyright judgments could haween created but it has not — a
point noted by the Court iModa.

Sixthly all of the other considerations which wevédanentioned and which led the
Court of Appeals invodato decline jurisdiction over foreign patent clairagply
equally to enforcement of a foreign copyright here.

Seventhly we are not impressed by the supposedreiifte in principle between
guestions of subsistence or registration of thitremd its infringement. We say that
for several reasons:

)] The supposed distinction is between a foreign cadjtidicating on whether
the grant of a right by a State was valid and adatcthg upon whether that
right is infringed. The former is said to call guestion a sovereign act, the
latter not.  But adjudicating on infringement witkelf often require the
foreign court to decide on the scopé the right granted by the foreign
sovereign. In a patent case for example, theesobthe monopoly granted is
often in question, quite apart from validity. Sdimes it is on the basis that if
the patent is wide enough to catch the defendastrtvalid. Questioning the
scope of a monopoly granted by a sovereign stateforeign court therefore
carries with it the foreign court ruling on the pecof a sovereign act, which is
not different in kind from ruling on its validity.

i) Moreover the suggested difference leads to comalerabsurdities.
Sometimes a particular consideration under a Itenal means there is no
copyright.  In other circumstances (perhaps evethé same country) the
same consideration amounts to a defence. Mr Witgre us an example
which he said was the position in the US (it doesactually matter whether
he is right, that he could be is enough for prepenposes). It relates to how
US law regards functional articles. Because ofrifle as to functionality,
there cannot be copyright in a dress as suchn@esubsistence). But there
can be copyright in a drawing of a dress (so stdsig). However because of
a functionality defence, it is not an infringemémtopy a dress.

1)) Nor does it make any real difference whether tigatris one which requires
registration (e.g. a registered trade mark, reggdtelesign) or one which does



not (e.g. a right to sue for passing off/unfair patition or some sort of
unregistered design right). Commercially speakhey are all the same sort
of right — a right to exclude others.

iv) And in any event it is really rather artificial $ay that questioning the validity
of a registered right is somehow impugning the pewe a sovereign state.
The grant of registered IP rights is governed hysla All one is doing when
challenging validity is to say that the right wasongly granted according to
law. Sovereignty in any realistic sense doescoate into it.

V) Moreover there are in principle two sorts of regiistl right — those granted
after examination and those granted by mere regictr. Once upon a time,
for example, US copyrights required registratiorb&oenforceable (they still
do for works created in the US by US citizens, utffoaccession to the Berne
Convention means that is not so for foreignersy mere administrative
process of registration a “sovereign act”?

Vi) Now of course a foreign court cannot make an oedgunging a registered
right from the register of a particular country. utBthat makes no real
difference. For it is generally a defence to ancléor infringement that the
right relied upon is invalid — whether any regista of the right is
subsequently cancelled is essentially beside ti@ ps far as a defendant is
concerned.

182. Of course in fact the Regulation does draw a difbn in principle between
guestions of subsistence and enforcement. Bubas &o in the context of a fully
balanced scheme and where a policy decision h&e tmade — could the courts of
one Member State revoke a patent or similar rigigistered in another Member
State? That was seen as going too far and smetaallowed at that stage of the
development of a European cross-border jurisdiction

183. We accordingly conclude that for sound policy ressthe supposed international
jurisdiction over copyright infringement claims d@oaot exist. If it is ever to be
created it should be by Treaty with all the necessales about mutual recognition,
lis pendens and so on. It is not for judges twgate to themselves such a
jurisdiction.

The Judge’s decision: forum conveniens
184. Mann J thought there was international jurisdicti¢te said:

[266] | am therefore prepared to conclude that agligh
court can, and in an appropriate case should, deterat least
guestions of infringement of foreign copyright caseThose
cases will include cases where subsistence ismasue. |
would not, however, hold that questions of subsistecan
never be decided here. In land cases incidentastouns of
title can apparently now be considered. | canrseeeason
why the same should not apply to copyright.
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He recognised that there may be cases where thene public policy reasons why

they should not be heard here. He resolved trailgm by saying it could all be

dealt with by the application é&brum non conveniensWith respect we do not agree.
We think there are real problems if this doctrioenes into play. Take this case. Mr
Ainsworth sold a small amount to the US. Shouldsgiction be assumed here
because he did not go to the enormous expensergf gmthe US to defend himself

there? We do not see why. Other cases couldum® more complicated. Suppose
for instance there are competing parallel casesweral countries. Who is to decide
which cases proceeds and the others not (or dortlrein parallel)? The problems

are potentially much more complex than the sorcade involving a claim on a

contract where the issue is whether the case shHmailteld in one jurisdiction or

another. In the case of the international enfoe® of copyright many jurisdictions

could be involved at the same time and there cbald mass of disputes in different
courts about where a case should be heard.

Accordingly we allow Mr Ainsworth’s appeal on tipsint.

Enforcement of the US judgment

187.

188.

189.

190.

The judge refused to enforce the US judgment fod $dillion “compensatory

damages” which Lucasfilm had obtained against Misiiorth and his company. If
Lucasfilm had on this appeal continued to hold Emglish judgment which it

obtained from the judge based directly on its UBycght, then it would not have
sought to enforce its US judgment. In circumstanbesvever, where it is unable to
enforce its US copyright directly in this countify,maintains its appeal under this
heading and seeks to overturn the judge’s decigiahits US judgment cannot be
recognised and enforced here.

Mr Bloch accepts that, in a situation where Mr Awosth neither appeared in the US
proceedings nor took any other step to agree angub the US court’s jurisdiction
over him, nor had any other physical presenceenu8B, the issue for these purposes
has to be whether he nevertheless had sufficieesepce in the US to justify
enforcement of the US judgment against him solglydason of the fact that he had
operated an internet website through which he a&deer his helmets and other
articles and thereby sold such articles to custenierthe US. He also emailed
existing customers directly.

For these purposes Mr Bloch also acceptsAlaims v. Cape Industri¢s990] Ch 43
(CA) is the leading authority and binds this courhere is no discussion of the
internet in it, so that the question becomes whethe operation of an internet
website by a person (or company) based in the UKuans to presence in the US
because sales have been effected through such siteveb US customers. Mr
Ainsworth also advertised directly in the US, ardoarelied on that below to
constitute presence, but no longer does so.

Lucasfilm contended below that Mr Ainsworth’s websihad been particularly
targeted or directed at US customers because ibe @irthe helmets was quoted in
US dollars even before it was expressed in sterlNaother currencies were quoted.
Also, shipping charges for the US (and Canada) vepecified before shipping
charges to the UK and other parts of the world. Elav, the judge found that to say
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that the website was directed to the US was to giveh matters an unwarranted
emphasis (at [213(i)]).

Dicey, Morris & Colling The Conflict of Laws14" ed, 2006, at 14R-048 states the
relevant principle as follows: that a court of agign country has jurisdiction to give
a judgment capable of enforcement or recognitiothia country “If the judgment
debtor was, at the time the proceedings were unstf present in the foreign
country”. That rule is expressed in terms of presemther than residence because of
the views of this court inrAdams v. Cape IndustriedHowever, such presence,
although it may be temporary, reflects some formcohcept or metaphor of
allegiance to the laws of the country concernedi, &am the case of a company as
distinct from an individual, requires the estabimant of a fixed place of business
from which either the company defendant itselfteragent on its behalf carries on
business (see at 530C/531B). Thus, Slade LJ gitiagudgment of the court said
this:

Nevertheless, while the use of the particular phrésmporary allegiance” may
be a misleading one in this context, we would, lo@ basis of the authorities
referred to above, regard the source of the temltqurisdiction of the court of a
foreign country to summon a defendant to appeasrbef as being his obligation
for the time being to abide by its laws and acdépt jurisdiction of its courts
while present in its territory. So long as he ramaphysically present in that
country, he has the benefit of its laws, and mais¢ the rough with the smooth,
by accepting his amenability to the process ofcisirts. In the absence of
authority compelling a contrary conclusion, we wbabnclude that the voluntary
presence of an individual in a foreign country, thlee permanent or temporary
and whether or not accompanied by residence, figut to give the courts of
that country territorial jurisdiction over him urdeour rules of private
international law (at 519A/B).

Therefore, does the use by Mr Ainsworth or his canypof the website referred to
above amount to such presence? It has long beegmneed under our law that the
mere selling of goods from country A into countrydBes not amount to the presence
of the seller in country B. (That remains the cagen though a contract in England to
smuggle goods into another country by parties wihawkthat to be contrary to the
laws of that other country will fall foul of the Bhish law of illegality: sed-oster v.
Driscoll [1929] 1 KB 470 (CA).) Otherwise nearly every exgorwould have
presence in many parts of the globe. Even a sysfetravelling salesmen will not
suffice to render the exporter present where Hessaen travel (sekittauer Glove v.

F W Millington (1928) 44 TLR 746, discussed and approvedAdams v. Cape
Industriesat 520/521). Similarly, inVogel v. R and A Kohnstan{d®73] QB 133 an
English seller made a contract with an Israeli bwyleo had been introduced through
an agent who had his own office in Israel, butdbetract was made directly between
the seller in England and the buyer in Israel, #md seller was held to have no
presence in Israel (discussed and approve&dams v. Cape Industried 521/522).
On this basis, it is not possible to say that atsiag into a foreign country can
render the advertiser present there, as the juitigeel remarked. Indeed, no case has
been cited to us where the targeting of sales far@ign country by outside sales
material has been held to be presence for thepoges.
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It is true that the internet and its uses takents & new world, and that its existence
as it were in the ether (but based on servers paljsiocated in the real world) has in
general presented novel difficulties to the law &mdegulators. It is also true that a
website can be both wonderfully expressive and alan, subject to change and
removal, be found repeatedly at its web address. question, however, is whether
for current purposes the internet or a websitefamdamentally different from other
matters which have enabled business persons terpirdemselves and their products
where they are not themselves present. such ast@dweents, salesmen, the post,
telephone, telex and the like. We do not belieyeasd Mr Bloch has been unable to
show us any material from other jurisdictions, althh he has searched for it, to
suggest that a different answer is necessary. (@urresearches have led u€xxow
Jones v. GutnicR003] HCA 56, 210 CLR 575, where the internetiscdssed by the
High Court of Australia in the different context défamation. However, that Court
was not there driven by the revolutionary omnipnegeof the internet to a view of
jurisdiction which was other than answerable tols@stablished principles.)

On the contrary, it might be said that the sheeniprnesence of the internet would
suggest that it does not easily create, outsidgutisliction or jurisdictions in which
its website owners are on established principleaaly to be found, that presence,
partaking in some sense of allegiance, which haen bescognised by our
jurisprudence and rules of private international s a necessary ingredient in the
enforceability of foreign judgments.

Therefore, we dismiss Lucasfilm’s appeal on thzugd.

The implied assignment of copyright

196.
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In circumstances where we have held that the hebmnelt other articles are not
“sculpture”, no rights of UK copyright arise. Bilitere may be rights in the nature of
copyright arising from Mr Ainsworth’s work in othe@ountries. So the question of
what rights, if there had been any at all, woulthag with Mr Ainsworth, and
whether any such rights would be implicitly agréede assigned to Lucasfilm, is not
necessarily academic. Mr Ainsworth has sought igerthis issue, which the judge
decided against him, by renewing his application germission to appeal on this
ground.

Mr Bloch raised an initial point to the effect th@rmission to appeal should not be
granted because Mr Ainsworth had not sought peramssom the judge for this
issue, at the same time as seeking (and obtainingh other issues. Mr Bloch
submitted that this reticence was deliberately dimean advantage in costs of the
trial, by seeking to portray this issue (on which Mnsworth had lost) as one of little
importance. We are unable to draw that inferenoejelver. The judge made no order
for costs, on the basis that, although Lucasfilns wee overall winner, the points on
which it had lost (not other points on which it hadn) were so substantial that the
final order for costs should be that they showddathere they fall.

Having heard full argument on the point, we consitleight to grant permission to
appeal.
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Mr Wilson raises essentially two points. The fissthat Mr Ainsworth had completed
his design of the helmet before any question of @mtract arose between him and
Lucasfilm into which an implied term for the assigent of his copyright could have
been inserted: therefore he retained what he haaingldl for himself and nothing
should be implied whereby he would be deprivedhef fruits of his creativity. The
second is that, if anything should be implied itite subsequent contract whereby he
merely agreed to manufacture the 50 helmets whaxe witially bought from him, it
should be nothing greater than would be necessagnéble Lucasfilm to use the
helmets, buy more in case of need, or even mercdatite relevant articles: and that
would have merely been an implied licence for speciposes on payment of a
reasonable royalty.

The judge dealt with the underlying facts regardimg helmet at [36-39]and with the
analysis of those facts at [182-189]. The essehteeamatter was this. The real basis
of the design was to be found in the paintings by McQuarrie. Mr Lucas
commissioned Mr Pemberton to produce the stormaodelmet shown there. Mr
Pemberton sculpted a clay helmet, which he refimeder Mr Lucas’s supervision
until the latter was satisfied with the result. Micas then asked Mr Pemberton to
produce a quantity of the helmets, but Mr Pembediohnot have the expertise to
manufacture them himself and so he turned to leisecheighbour, Mr Ainsworth. Mr
Pemberton provided Mr Ainsworth with the McQuarpaintings and his own clay
model. Mr Ainsworth was asked if he could produdeelmet in accordance with the
paintings and the clay model, for use by a custoohéir Pemberton as a prop in a
dramatic production. Mr Ainsworth spent a coupledaf/s producing a prototype. He
worked from the material he had been given, bueddsbme detail of his own. Mr
Ainsworth exaggerated his input, but the fact ef tmatter was that his prototype was
a substantial reproduction of the McQuarrie makeffairther modifications were
agreed in a collaborative process involving Mr Lsisacostume designer, Mr Mollo.
Mr Lucas himself approved the final design and tdidPemberton that he needed 50
helmets. Mr Pemberton then agreed a price of £2theknet with Mr Ainsworth.
More were commissioned later.

The other articles followed a similar pattern. hége made detailed findings about
the process in respect of all of them, but the aplpas been argued on the basis of the
stormtrooper helmet. In sum, however, the judgendouhat in each case Mr
Ainsworth had exaggerated his own input, but hdzb&ntially produced copies from
materials which had been provided to him, whileiaggome detail of his own.

The judge then analysed this situation by findinat tit fell within what Lightman J
had said irRobin Ray v. Classic FJ1998] FSR 622, especially at 642 at para (7):

(7) circumstances may exist when the necessityafoassignment of copyright
may be established...these circumstances are, howavgrlikely to arise if the

client needs in addition to the right to use thpycmht works the right to exclude
the contractor from using the work and the abiiityenforce the copyright against
third parties. Examples of when this situation naaige include: (a) where the
purpose in commissioning the work is for the clismmultiply and sell copies on
the market for which the work was created free frtra sale of copies in
competition with the client by the contractor oirdhparties; (b) where the
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contractor creates a work which is derivative franpre-existing work of the
client, e.g.when a draughtsman is engaged to turn designs afti@te in sketch
form by the client into formal manufacturing drag® and the draughtsman
could not use the drawings himself without infrimgithe underlying rights of
the client; (c) where the contractor is engagepaasof a team with employees of
the client to produce a composite or joint work &edis unable, or cannot have
been intended to be able, to exploit for his ownébié the joint work or indeed
any distinct contribution of his own created in ttwurse of his engagement...In
each case it is necessary to consider the prick {hea impact on the contractor of
assignment of copyright and whether it can sendiblye been intended that the
contractor can retain any copyright as a sepatate of property.

In Griggs Group v. EvanR2005] EWCA Civ 11 Lightman J's analysis was set iou
full and approved by this court. In that case th& judge had found that where a
free-lance designer had been commissioned to ceelatgo for a client, the designer
would face an uphill task, and had in fact failedpersuade him that he was free to
assign the logo to a competitor. It would be obsiauwould go without saying, that
the client would need some right to prevent otlies reproducing the logo. This
court agreed, and also agreed that a licence fiesigder to client, even an exclusive
licence, was not sufficient (at [17-18]).

With the aid of these authorities, Mann J analybedmnatter as follows:

[185]...In the initial stages Mr Ainsworth did notdw precisely for what he was
being asked to provide his prototype, but thereecartime when he did. |1 do not
consider that, at the time, the prospect of exalimih via future licensing was in
the minds of both parties (and particularly Mr Aamsth), because no-one
anticipated the success of the film and licensauglities were not then what they
have since become. However, Mr Ainsworth was warkomrender into 3D form

the copyright designs of others. He could not himseke further copies without
infringing that copyright. If he had produced thawling exactly, then he would
not have produced an original work, and could rentehclaimed copyright. He
did not do that, and contributed his own bits aretes, but in doing so he was
getting as close as he conveniently could, beanmgind technical requirements,
to the client's design. He must have known that ¢hent would expect full

exploitation rights in the future for the purposasits dramatic offering and

cannot realistically have expected to have retainagl for himself. If the

officious bystander had asked the required quegtioggesting that Lucas would
have all the rights and that Mr Ainsworth would et entitled to exploit them
without Lucas’s licence) then the required testppsassion would have been
forthcoming. | think that this is a classic case &aying that there is an
implication that the commissioner would have th@ymht in the helmet (if

any).

The judge then extended that analysis to all theradrticles: “he was still working to
commission, producing things for which the clieatdtprovided clear specifications,
and it was implicit in the relationship that he webuot retain copyright” (at [187]).

Finally, the judge dealt separately with the sulsiis that an implied licence from
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Mr Ainsworth to Lucas would have sufficed (at [189But he rejected that
possibility:

“it cannot have been the intention of either pattgt there could be parallel
exploitation of the props so that, for example, Mnsworth could make more
and sell them to other film-makers. The only thitgit makes sense is an
obligation to assign copyright.”

As for the submission that Mr Ainsworth had notb@aid enough to require him to
assign copyright, the judge rejected that too. Nlmstvorth was paid a fee, strictly
speaking a series of fees, “which the parties afvess right for the job”. In the end
Mr Ainsworth made some £30,000 out of his Star VWatsities.

We find this analysis to be ultimately cogent. hierno sign in the judge’s reasoning
of the argument put in the forefront of Mr Wilsorsabmissions on appeal, namely
that initially there had been no contract betwden parties and Mr Ainsworth had
done his two days’ design work on the Stormtrodpdmet, and thus had earned his
copyright interest, at a time when he was simplyrkivy “on spec”. In the
circumstances, Mr Wilson suggested, it was too tateLucasfilm to expect such
copyright interests to be assigned at the stagagodeing a merely manufacturing
price. Mr Bloch accepted the factual basis of thabmission. Nevertheless, and
however the matter is put, we consider that it elasys inherent in the relationship
that if it proceeded to a contract, it would be t@mms that would reward Mr
Ainsworth for his preliminary work but would confdre primary copyright interests
on the commissioning party.

Thus we agree with the judge that the situatiorthis case was in line with the
circumstances discussed by Lightman J and ruldaydhis court inGriggs Indeed it
falls within each of the circumstances (a), (b) &iddiscussed by Lightman J in his
para (7) and may thus be said to beadortiori case. It makes no sense to consider
that copyright interests should be divided betw&eam Lucas”, if we can express it
that way, and Mr Ainsworth, who in truth becamet mdrthe team when he accepted
the responsibility of working on the designs pr@ddo him in order to manufacture
the finished article. That would only have beenuanommercial recipe for mutually
inconsistent rights: Lucasfilm could not order m@meps without running the risk
that Mr Ainsworth would charge a blackmailing pridé could not exploit any
licensing opportunities without similar dangersg ar Ainsworth of course could do
nothing with any copyright interests that might @aemained with him without the
complete co-operation of Lucasfilm.

The fact that the parties may not have anticipdbedsuccess of the film is quite
beside the point. The question, which has to beveare objectively and does not
depend in any way on what might in fact have gdmeugh the minds of particular
parties, is what the parties would have agreedhg tuestion of licensing
opportunities had been raised. We agree that isetlbtrcumstances, it would never
have occurred to anyone to say that Mr Ainswortlousth have retained any
(necessarily limited) copyright interests. We agtiegt an obligation to assign was
necessarily to be implied. It was also reasonahle there is nothing in the
commercial arrangements then made, e.g. in thegpagreed, to suggest that it was
unreasonable.
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In sum, Lucasfilm’s appeal fails. There was no ey in any sculpture. Nor could
it enforce its US judgment. Mr Ainsworth’s crosssapl, on the other hand, partly
succeeds and partly fails. It succeeds to the exket we reject the judge’s direct
enforcement of US copyright. In the circumstandlere is no financial remedy for
Lucasfilm to compensate it for the modicum of sgliwhich Mr Ainsworth has
managed to achieve into the US: but Mr Ainsworthwsare that were he to seek any
further selling into the US, he would be in breatlits copyright laws.



